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Court of Appeals of the District of Columbia. 


No. 4323. 

United States ex Relatione Troy Laundry Machinery Co., Ltd., 

Appellant, 

vs. 

Thomas E. Robertson, Commissioner of Patents. 


a Supreme Court of the District of Columbia. 

At Law. 

69955. 

United States ex Relatione Troy Laundry Machinery Co., Ltd., 

Petitioner, 

vs. 

Thomas E. Robertson, Commissioner of Patents, Respondent. 

United States of America, 

District of Columbia, ss: 

Be it remembered, That in the Supreme Court of the District of 
Columbia, at the City of Washington, in said District, at the times 
hereinafter mentioned, the following papers were filed and pro¬ 
ceedings had, in the above-entitled cause, to wit: 

1 Petition for Mandamus. 

Filed March 6, 1925. 

In the Supreme Court of the District of Columbia. 

At Law. 

69955. 

United States ex Relatione Troy Laundry Machinery Co., Ltd., 

Petitioner, 


Thomas E. Robertson, Commissioner of Patents, Respondent. 

Your petitioner, Troy Laundry Machinery Co., Ltd., respectfully 
represents: 
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(I) That your petitioner is a corporation duly organized and 
existing under the laws of the State of New York, and has its prin¬ 
cipal office and place of business at Chicago, County of Cook and 
State of Illinois, and brings this action in its own right. 

(II) That the respondent, Thomas E. Robertson, is the Commis¬ 
sioner of Patents, and resides at Washington, in the District of 
Columbia. 

(III) That, as your petitioner is advised and believes, prior to 
the 4th day of January, 1924, Fritz Balzer, a citizen of the United 
States and a resident of Moline, in the County of Rock Island and 
State of Illinois, was the true, original and first inventor or dis¬ 
coverer of certain new and useful improvements in door mechanism 
for washing machines, not known or used by others in this country 
before his invention or discovery thereof, not patented or described 
in any printed publication in this or any foreign country before his 
invention or discovery thereof, or more than two years prior to the 

hereinafter mentioned application for Letters Patent of the 
2 United States therefor, and not in public use or on sale in 
the United States for more than two years prior to said ap¬ 
plication; and for which invention or discovery no application for 
letters patent in any foreign country has been filed bv said Balzer 
or his assigns or legal representatives more than twelve months prior 
to the filing of the application for a patent for his said invention 
in this country. 

(IV) That on the 4th day of January, 1924, said Fritz Balzer 
duly filed in the United States Patent Office an application for 
Letters Patent of the United States for said invention or discovery; 
that said application was in writing and addressed to the Commis¬ 
sioner of Patents, in due form, as required by the Statutes of the 
United States and by the Rules of Practice in the United States 
Patent Office, in such case made and provided; that with such ap¬ 
plication was filed a written description of said invention and of 
the manner' of making, constructing and using the same in such 
full, clear, concise and exact terms as to enable any person skilled 
in the art to which said invention appertains or with which it is 
most closely connected, to make, construct and use the same; that 
said application particularly pointed out and distinctly claimed the 
parts, improvements and combinations which were claimed to be 
the invention of the said Fritz Balzer; that the specification and 
claims of said application were duly signed by Fritz Balzer; that 
there was furnished with said application drawings of said invention 
signed by the attorneys of said Fritz Balzer; that the said Fritz 
Balzer made oath before a proper officer, according to law, that he 

verily believed that he was the original, first and sole inventor 
:I of the improvement described and claimed in the specification 
forming part of the said application, that he did not know 
and did not believe that the same was ever known or used before 
the invention or discovery thereof by the said jFYitz Balzer, or 
patented or described in any printed publication in any country be¬ 
fore his invention or discovery thereof, or more than two years prior 
to the aforesaid application for letters patent, or in public use or on 
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sale in the United States for more than two years prior to said ap¬ 
plication, and, further, that said invention had not been patented 
in any country foreign to the United States on an application filed 
by the said Fritz Balzer or his legal representatives or assigns more 
than twelve months prior to said application, and that no applica¬ 
tion for patent on said improvement has been filed by said Fritz 
Balzer or his representatives or assigns in any country foreign to 
the United States; that the said Fritz Balzer did at the time of the 
filing of said application pay the Commissioner of Patents the sum 
of Twenty Dollars ($20.00), the fee required by law, and did in 
all other respects fully comply with the Statutes of the United States 
and the Rules of Practice in the United States Patent Office in such 
case made and provided; that such application was duly accepted by 
the Commissioner of Patents as a valid and complete application 
under the law; and that said application became known and desig¬ 
nated as application Serial No. 084,291, and is now a valid and 
subsisting application. 

(V) That on the 13th day of December, 1923, the said Fritz 
Balzer, by an instrument in writing and for a valuable considera¬ 
tion, did sell, assign and transfer to Troy Laundry Machinery 

4 Co., Ltd., your petitioner, its successors and assigns, the en¬ 
tire right, title and interest in and to said invention and ap¬ 
plication, and in and to anv letters patent that might be granted for 
said invention, and in said assignment, did request the Commis¬ 
sioner of Patents to issue any patent that might be granted upon 
said application to your petitioner, its successors and assigns; and 
that your petitioner has since the date of said assignment continued 
to be and now is the owner of said invention and application and all 
rights thereunder, and is entitled to have issued to it any patent that 
may be granted for said invention upon said application. 

(VI) That on the 13th day of December, 1924, said Fritz Balzer 
duly appointed Wilkinson, Huxley, Byron & Knight, a firm con¬ 
sisting of George L. Wilkinson, Henry M. Huxley, Charles L. 
Byron and Hervey S. Knight, First National Bank Building, Chi¬ 
cago, Illinois, his attorneys in fact, to prosecute said application 
Serial No. 684,291, to make alterations and amendments therein, to 
receive the patent when issued, and to transact all business in the 
Patent Office in connection with said application, and requested that 
all communications be addressed to Wilkinson, Huxley, Byron & 
Knight, First National Bank Building, Chicago, Illinois. 

(VII) That on the 12th day of November, 1924, the respondent, 
Thomas E. Robertson, Commissioner of Patents, wrote a letter to 
Wilkinson, Huxley, Byron & Knight, the petitioner’s attorneys, in 
which it was stated that an interference had been sugg&sted involv¬ 
ing the subject matter quoted below, to wit: 

5 “A washing machine cylinder provided with an opening, a 
slidable door for said opening, locking means for said door, 

and means for actuating said locking means and manipulating said 
door, comprising a member movable for unlocking the door in a 
plane normal to the direction of the movement of the door to a 
position extending outwardly from said cylinder and in said posi- 
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tion being immovable relatively to the door in the direction of door 
movement and serving as a handle for moving the door in either 
direction.” 

That in said letter it was required that a statement be filed setting 
forth as precisely as possible when applicant Balzer conceived the 
subject matter defined by the quoted claim; that said statement was 
required in accordance with the provisions of Rule 93, and should be 
signed by applicant except unaer unusual circumstances, when it 
might be signed by the attorneys upon information obtained from 
the applicant; that upon failure to file such statement on or before 
December 2,1924, the application of the senior party might be passed 
to issue; that if the time given was not sufficient a reasonable ex¬ 
tension thereof might be granted upon request accompanied by a 
statement of reasons therefor. 

A copy of said letter of November 12, 1924, is hereunto annexed 
and marked “Exhibit A.” 

(VIII) That on December 2, 1924, the respondent, Thomas E. 
Robertson, did, upon petitioner’s request, extend the time for filing 
said statement to December 18, 1924. 

(IX) That on or about the 12th day of December, 1924, said 
Wilkinson, Huxley, Byron & Knight, on behalf of your petitioner, 
filed a formal petition to the Commissioner of Patents asking that 
the filing of the statement requested be waived, and asking the Com¬ 
missioner to institute the interference proceedings involving the claim 

quoted in the Official Communication of November 12, 1924, 
6 above referred to; that in said petition it was pointed out that 
the procedure proposed by the Commissioner was lacking in 
equity in that it might lead to the issuance of letters patent to an¬ 
other applicant which upon investigation would be found to right¬ 
fully belong to the present applicant; that the present applicant, 
through his attorneys, should have an opportunity, afforded by the 
regular declaration of interference and application of the Rules of 
Practice, to test inter partes the right of the other party to make 
such claim and the patentability thereof; that a statement was re¬ 
quested from respondent whether under Order 2750, in force in the 
United States Patent Office, an interference will be declared if the 
rival applicant fails to have his patent issue within six months. 

A copv of this petition is hereunto annexed and marked “Exhibit 
B.” 

(X) That on or about December 24, 1924, said Wilkinson, 
Huxley, Byron & Knight, in their capacity as attorneys, amended 
the application Serial No. 684,291 to include the claim quoted in the 
Official Communication of November 12, 1924, above referred to, 
said claim being No. 13 of said application. 

A copv of this amendment is hereunto annexed and is marked 
“Exhibit C.” 

(XI) That on the 19th day of February, 1925, Thomas E. 
Robertson, respondent, wrote to Wilkinson, Huxley, Byron & 
Knight, aforesaid, refusing to grant the petition above referred to 
and stating as follows: “Applicant also asks, in paragraph 4, whether 
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the interference will be declared if the rival applicant fails to have 
his patent issue within six months. In reply to this inquiry 

7 it may be stated that Order No. 2750 so provides and that is 
the practice of the Office.” 

A copy of said letter is hereunto annexed and is marked ‘‘Ex¬ 
hibit D.” 

(XII) That Order No. 2750 reads in part as follows: 

Where a junior party, after correspondence under Rule 93, fails 
to overcome the filing date of a senior party, the examiner will 
notify such junior party of this fact and will state what claims are, 
for such reason, unpatentable to him, and will further advise him 
that should such senior party fail to have his patent issued within 
six months an interference will, notwithstanding, be declared upon 
request of the junior party. 

(XIII) That Section 4904 of the Revised Statutes of the United 
States which authorizes and directs the institution of interference pro¬ 
ceedings, reads as follows: 

Whenever an application is made for a patent which, in the opinion 
of the Commissioner, would interfere with any pending applica¬ 
tion, or with any unexpired patent, he shall give notice thereof to 
the applicants, or applicant and patentee, as the case may be, and 
shall direct the primary examiner to proceed to determine the ques¬ 
tion of priority of invention. And the Commissioner may issue a 
patent to the party who is adjudged the prior inventor, unless the 
adverse party appeals from the decision of the primary examiner, 
or of the board of examiners-in-chief, as the case may be, within such 
time, not less than twenty days, as the Commissioner shall prescribe. 

(XIV) That Section 483 of the Revised Statutes of the United 
States, conferring power to regulate proceedings in the Patent Office, 
reads as follows: 

The Commissioner of Patents, subject to the approval of the Secre¬ 
tary of the Interior, may from time to time establish regulations, 
not inconsistent with law, for the conduct of proceedings in the Pat¬ 
ent Office. 

(XV) That, pursuant to such statutory authority, regulations, 
known as “Rules of Practice in the United States Patent Office,” 
have been established by the respondent, by and with the approval 
of the Secretary of the Interior, and now regulate and govern the 

declaration of interferences between pending conflicting ap- 

8 plications and between pending applications that conflict with 
unexpired patents, and have the force and effect of law, being 

binding as well upon the respondent as upon applicants for patent. 

(XVI) That Rule 93 of such regulations provides as follows: 

An interference is a proceeding instituted for the purpose of deter¬ 
mining the question of priority of invention between two or more 
parties claiming substantially the same patentable invention. In 
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order to ascertain whether any question of priority arises the Com¬ 
mission may call upon any junior applicant to state in writing the 
date when he conceived the invention under consideration. All 
statements filed in compliance with this rule will be returned to the 
parties filing them. In case the applicant makes no reply within 
the time specified, not less than ten days, the Commissioner will pro¬ 
ceed upon the assumption that the said date is the date of the oath 
attached to the application. The fact that one of the parties has 
already obtained a patent will not prevent an interference, for, 
although the Commissioner has no power to cancel a patent, he 
may grant another patent for the same invention to a person who 
proves to be the prior inventor. 

(XVII) That Rule 94 of such regulations provides as follows: 

Interferences will be declared between applications by different 
parties for patent or for reissue when such applications contain claims 
for substantially the same inventions which are allowable in the 
application of each party. 

(XVIII) That Rule 95 of such regulations provides as follows: 

Before the declaration of interference all preliminary questions 
must be settled by the primary examiner, and the issue must be 
clearly defined; the invention which is to form the subject of the 
controversy must have been patented to one of the parties or have 
been decided to be patentable, and the claims of the respective parties 
must be put in such condition that they will not require alteration 
after the interference shall have been finally decided, unless the evi¬ 
dence adduced upon the trial shall necessitate or justify such change. 

(XIX) That Rule 9fi of such regulations provides as follows: 

9 Whenever tho claims of two or more applications differ in 

phraseology, but relate to substantially the same patentable 
subject matter, the examiner, when one of the applications is ready 
for allowance, shall suggest to the parties such claims as are necessary 
to cover the common invention in substantially the same language. 
The examiner shall send copies of the letter suggesting claims to 
the applicant and to the assignees, as well as to the attorney of record 
in each case. The parties to whom the claims are suggested will be- 
required to make those claims and put the applications in condition 
for allowance within a specified time in order that an interference 
may be declared. Upon the failure of any applicant to make the 
claim suggested within the time specified, such failure or refusal shall 
be taken without further action as a disclaimer of the invention 
covered by the claim, and the issue of the patent to the applicant 
whose application is in condition for allowance will not be delayed 
unless the time for making the claim and putting the application in 
condition for allowance be extended upon a proper showing. If a 
party make the claim without putting his application in condition 
for allowance, the declaration of the interference will not be delayed, 
but after judgment of priority the application of that party will 
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be held for revision and restriction, subject to interference with 
other applications. 

(XX) That Rule 110 of such regulations provides as follows: 

Each party to the interference will be required to file a concise 
preliminary statement, under oath, on or before a date to be fixed 
by the office, showing the following facts: 

(a) The date of original conception of the invention set forth in 
the declaration of interference. 

(b) The date upon which the first drawings of the invention and 
the date upon which the first written description of the invention 
were made. 

(c) The date upon which the invention was first disclosed to 
others. 

(d) The date of the reduction to practice of the invention. 

(e) A statement showing the extent of use of the invention. 

/) The applicant shall state the date and number of any ap¬ 
plication for the same invention filed within twelve months before 
the filing date in the United States, in any foreign country adhering 
to the international Convention for the Protection of Industrial 
Property or having similar treaty relations with the United States. 

If a drawing has not been made, or if a written description 
10 of the invention has not been made, or if the invention has 
not been reduced to practice or disclosed to others or used to 
any extent, the statement must specifically disclose these facts. 

(XXI) That from the hereinabove recited correspondence be¬ 
tween the respondent and petitioner, and particularly from respond¬ 
ent's letter of November 12, 1924, “Exhibit A”, and respondent’s 
letter of February 19, 1925, “Exhibit I>”, it clearly appears, and pe¬ 
titioner charges the fact to be, that there are now pending in the 
Patent Office two applications for patents, to wit, petitioner’s said 
Balzer application and an application of an applicant to your pe¬ 
titioner unknown, which applications disclose and claim the same 
patentable invention,—and that a case of interference exists be¬ 
tween said applications under the Statutes, and that it is the duty 
of the respondent, under the Statutes, to declare said interference 
and to call upon each applicant for the sworn preliminary statement 
required by Rule 110; that there has been and continues to be a 
dereliction of duty on the part of respondent in not declaring such 
interference; that the call by respondent upon petitioner, in his 
letter of November 12, 1924, for an informal unsworn statement of 
the date respecting the conception of the Balzer invention was en¬ 
tirely irregular and unjustifiable under the statutes; that the 
threatened action of the respondent in allowing and passing to issue, 
with a view to its going to patent, the conflicting interfering ap¬ 
plication of the unknown applicant, without the declaration of an 
interference and without calling upon both applicants for sworn 
preliminary statements, would constitute a breach and violation of 
the Statutes, and is calculated to and would seriously damage and 
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injure your petitioner; that your petitioner is, under the Statutes, en¬ 
titled to an immediate interference with said unknown ap- 

11 plicant, before said unknown applicant receives a patent; that 
if said unknown applicant receives a patent and thereafter 

Balzer’s application is put in interference with such patent and your 
petitioner, after a long and expensive course of litigation, is decided 
to be entitled to an award of priority over said unknown application, 
and receives a patent upon said Balzer application, your petitioner, 
in order to get rid of the menace of the outstanding patent to such 
unknown applicant, will have to file a bill in equity under the pro¬ 
vision of Section 4018 of the Revised Statutes of the United States 
for the cancellation of such outstanding patent, or, if the owner 
of such outstanding patent so elects, said owner may, in his part, 
file a bill in equity of the same nature, against your petitioner 
under said Section 4918 and pray that your petitioner's patent 
be canceled, all of which possibilities of litigation may be pre¬ 
vented and the delay and expense incident thereto averted, if the 
respondent be required to discharge his plain duty under the Statute 
and under the Rules governing the conduct of proceedings in the 
Patent Office, by forthwith declaring an interference while the rights 
of both parties are in the application stage and before either party 
receives a patent. 

(XXII) That the conduct of respondent complained of is a matter 
of large public concern involving, as it does, the integrity, validity 
and binding effect of the interference rules of the Patent Office upon 
respondent and other officials whose duty it is to observe and enforce 
them; that no statement of Balzer’s conception date has been filed; 
that therefore respondent has no authority for assuming any date as 
Balzer’s conception date. 

(XXIII) That the respondent has refused and continues to re¬ 
fuse to declare the aforesaid interference, though requested 

12 so to do; and that as your petitioner is advised and believes, 
a patent will, in due course, issue to the aforesaid unknown 

applicant unless this court interposes in your petitioner’s behalf; 
that by the refusal of the respondent to so declare such interference 
and to withhold the issuance of said patent for interference purposes, 
your petitioner is deprived of legal rights vested in him by the laws 
of the United States relating to the granting of letters patent for 
inventions, and is entirely without redress or remedy in the 
premises, unless this Honorable Court by its writ of mandamus shall 
interpose in its behalf. 

Wherefore, Your Petitioner prays that a writ of mandamus mav 
he issued by this Honorable Court to the said respondent, Thomas E. 
Robertson, Commissioner of Patents, commanding him to declare or 
to direct to be declared an interference between your petitioner’s 
said Balzer’s application and the application of the aforesaid un¬ 
known applicant whose interfering application is now pending, and 
further commanding and directing him not to issue a patent to 
said unknown applicant, ui>on said interfering application, 
unless and until opportunity is given your petitioner to be heard, 
in lawful interference proceedings upon the question of priority of 
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invention, as between Fritz Balzer and the aforesaid unknown ap¬ 
plicant. in respect to the subject matter claimed in common in said 
aforesaid applications. 

TROY LAUNDRY MACHINERY CO., Ltd. 

H. S. WILCOX, President. 

13 State of Illinois, 

County of Cook, ss: 

H. S. Wilcox, being duly sworn, deposes and says that he is Presi¬ 
dent of the Troy Laundry Machinery Co., Ltd., the petitioner above 
named; that he has read the foregoing petition by him signed for 
and on behalf of the said Troy Laundry Machinery Co., Ltd., and 
knows the contents thereof; that the statements therein contained are 
true of his own knowledge, except as to those matters therein stated 
to be on information and belief, and as to such matters he verily be¬ 
lieves it to be true. 

H. S. WILCOX. 

Sul>scribed and sworn to before me this 3d day of March, 1925. 
[seal.] WILLIAM J. KROGMAN, 

Notary Public, Cook Co., 111. 
My Commission Expires May 15th, 1927. 

GEO. L. WILKINSON, 

RALPH MUNDEN, 

EDWARD W. SHEPARD, 

614 McGill Bldg., Wash., D. C., 

Solicitors and of Counsel for Petitioner. 

14 “Exhibit A.” 

Department of the Interior, 

United States Patent Office, 

Washington, D. C. 

November 12, 1924. 

Messrs. Wilkinson, Huxley, Byron and Knight, 

First National Bank Building, 

Chicago, Illinois. 

Gentlemen : 

In re application of Fritz Balzer, Serial No. 684,291, filed Jan¬ 
uary 4, 1924. 

An interference has been suggested involving the above entitled 
application. As an aid to me in determining whether such interfer¬ 
ence should be instituted, it is required that a statement be filed set¬ 
ting forth as preciselv as is possible when applicant conceived the sub¬ 
ject matter defined by the claims indicated or quoted below. This 
statement is required in accordance with the provisions of Rule 93 
and should be signed by applicant except under unusual circum- 
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stances, when it may be signed by the attorney upon information ob¬ 
tained from the applicant. It will not be made a part of the record 
and will be returned to you. 

Upon failure to file such statement within the time hereinafter 
specified the application of the senior party may be passed to issue. 
If the time given is not sufficient a reasonable extension thereof may 
he granted upon request, accompanied by a statement of reasons 
therefor. 

The statement should be filed on or before December 2, 1924. 

A washing machine cylinder provided with an opening, a slidable 
door for said opening, locking means for said door, and means for 
actuating said locking means and manipulating said door, compris¬ 
ing a member movable for unlocking the door in a plane normal 
to the direction of the movement of the door to a position extending 
outwardly from said cylinder and in said position l>eing immovable 
relatively to the door in the direction of door movement and serving 
as a handle for moving the door in either direction. 

Yerv truly vours, 

(Signed) THOMAS E. ROBERTSON, 

Commissioner. 

15 “Exhibit B.” 

(Case No. 23, 2-3.) 

In the United States Patent Office. 

Div. 27, Room 214. 

In re Application of Fritz Balzer. Door Mechanism for Washing 
Machines. Serial No. 684,291. Filed January 4, 1924. 

Petition. 

Hon. Commissioner of Patents, 

Washington, D. C. 

Sir: 

In response to the Official communication of November 12, 1924, 
in which applicant is required to file a statement setting forth as 
precisely as possible when he conceived the subject matter defined by 
the claims indicated or quoted— 

(1) Applicant requests that the requirement for the statement 
referred to be waived. 

(2) Applicant requests an extension of thirty (30) days’ time in 
which to proceed if it should be determined that applicant’s request 
under (1) above should not be granted. 

(3) Applicant requests the Commissioner to institute the inter¬ 
ference referred to in his Official communication of November 12, 
1924, above referred to. 

(41 Applicant requests a statement whether, under Or- 

16 der 2750, an interference will be declared if the rival appli¬ 
cant fails to have his patent issue within six months. 


THOMAS E. ROBERTSON. 


As for the grounds for this petition, applicant desires to point out 
the lack of equity of the procedure proposed by the Commissioner, 
which might lead to the issuance of Letters Patent to another appli¬ 
cant with claims which upon investigation would be found to right¬ 
fully belong to the present applicant. The present applicant should 
have an opportunity, afforded by the regular declaration of interfer¬ 
ence proceedings and application of the Rules of Practice, to test 
inter partes the right of said other applicant to make such claims. 

Attention is respectfully invited to the Petition for Mandamus filed 
in the Supreme Court of the District of Columbia on behalf of Harry 
F. Knepper, entitled United States Ex Rel. Harry F. Knepper v. 
Robertson, Commissioner of Patents, said case bearing the number 
At Law 6fi,959. In said case the same attorneys represented the 
petitioner in Mandamus who are representing the present applicant. 
In that ease a state of facts existed which are very similar to the state 
of facts in the present ease, and by stipulation it was agreed that the 
interference would be declared forthwith, the Petition for Manda¬ 
mus being therefore dismissed. The Honorable Commissioner is re¬ 
spectfully requested to consider this ease in his decision on the pres¬ 
ent petition. 

The requirement of the Office letter of November 12, 1924. is 
based on the provisions of Rule 93 and presumably upon the last 
part of the amendment to said Rule, dated June 5, 1917, reading as 
follows: 

“In case the applicant makes no reply within the time specified, 
not less than ten days, the Commissioner will proceed upon the as¬ 
sumption that the said date is the date of the oath attached to the 
application.” 

' 17 This amendment to Rule 93, made June 5, 1917, was evi¬ 
dently, though erroneously, made in view of the decision of 
the Supreme Court of the United States in the case of Ewing, Com¬ 
missioner of Patents, against the United States Ex. Rel., The Fow¬ 
ler Car Company, 238 O. G. 983, 244 U. S., page 1. 

The decision in the Fowler caso forms no basis for the provision 
of Rule 93 under which the Commissioner proposes to act. As shown 
by the record of the Fowler case, the proceedings in question were 
instituted by the Commissioner writing a letter to applicant’s attor¬ 
ney stating as follows: 

“My attention has been called to the application of William E. 
Fowler, Senior, Serial No. 29,794, filed May 22, 1915, in which you 
are the attorney of record. 

There is another application pending claiming substantially the 
same invention as that defined in the following claims: 

(Here follow seven claims.) 

In order to determine whether it is necessary to declare an inter¬ 
ference you are requested to obtain a statement from Fowler setting 
forth when he conceived the invention defined in the above quoted 
claims, when he disclosed it to others and w’hen he reduced it to prac¬ 
tice. This statement will not be made a part of the record and will 
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be returned to you. A response is requested within twenty days.” 
(Fowler Rec. p. 9.) 

Thereupon, Fowler filed a statement stating that he conceived the 
subject matter of the claims quoted on or about April 16, 1915, and 
by an amendment of the same date Fowler made six of the seven 
claims suggested by the Commissioner of Patents and requested that 
an interference be declared (Fowler Rec. pp. 10, 11.) 

Patent Office Rule 93 at Time of Fowler Case 

By an examination of the Patent Office Rules of Practice it will 
be noted that Rule 93 contains certain matter in italics which 

18 was included in the Rule by an amendment dated June 5. 
1917. At the time of the Fowler case, this amendment had 

not been made, the Fowler case having been decided by the Supreme 
Court on May 7, 1917, so that Rule 93 at the time of the Fowler 
case read as follows: 

“An interference is a proceeding instituted for the purpose of 
determining the question of priority of invention between two or 
more parties claiming substantially the same patentable invention. 
The fact that one of the parties has already obtained a patent will not 
prevent an interference, for, although the Commissioner has no 
power to cancel a patent, he may grant another patent for the same 
invention to a person who proves to be the prior inventor.” 

It will therefore be noted that the added portions of present Rule 
93 were included only after the decision in the Fowler case, and 
that the Rule in its present form was never passed on by the Supreme 
Court of the United States, but was drawn up by the Commissioner 
of Patents merely on the theory that the practice there outlined was 
sanctioned by the Supreme Court. The only points of procedure 
before the Supreme Court in the Fowler case were those outlined 
above, namely: That the Commissioner had requested the applicant 
to make a statement of his date of conception; that the applicant 
had made such a statement and specifically admitted his date of 
conception; and that the Commissioner of Patents had refused to 
declare an interference on the ground that inasmuch as Fowler’s 
admitted date of conception was subsequent to the filing date of the 
rival applicant, there was no question of priority. This procedure 
of the Commissioner, and this alone, was approved in the decision 
of the Supreme Court. 

19 The reading of the Fowder case shows that in no way was 
the practice outlined in the amended portion of Rule 93 

specifically or impliedly approved. As above stated, in the Fowler 
case there was a specific voluntary admission bv the applicant at the 
“request” of the Commissioner as to the exact date of conception, but 
there is no hint in the Fowler case that in the absence of an admission 
the Commissioner can arbitrarily make an assumption, as set forth 
in the above quoted portion of Rule 93, which assumption is ob¬ 
viously contrary to the facts. 
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The fact is, of course, that the oath of an application is executed 
only after the invention has been disclosed to the applicant’s at¬ 
torney, and the application prepared and put in condition for filing. 
Obviously, therefore, some considerable time must elapse between the 
applicant’s date of conception and the date of his oath. Not only 
is no such practice as that outlined in the amended part of Rule 93 
sanctioned by the Fowler case, but it is directly in conflict with 
Section 4904 of the Revised Statutes and with other Rules of Practice 
of the Patent Office which are in conformity with that Statute, and 
so themselves have the force of law. 

Section 4904 specifically provides that: 

“Whenever an application is made for a patent which, in the 
opinion of the Commissioner, would interfere with any pending ap¬ 
plication, or with any unexpired patent, he shall give notice thereof 
to the applicants, or applicant and patentee, as the case may be, and 
shall direct the primary examiner to proceed to determine the ques¬ 
tion of priority of invention.” 

In other words, it is obligatory upon the Commissioner of Patents 
to declare an interference and direct the primary examiner to de¬ 
termine the question of priority of invention when there is 

20 any such question. In the Fowler case there was a specific 
admission, which eliminated any question of priority, but by 

the latter portion of the amendment to Rule 93 the Commissioner 
arbitrarily takes it into his own hands by a mere assumption to de¬ 
termine a question of priority which, under the Statute, should be 
referred to the primary examiner for his determination in accord¬ 
ance with the regular and settled practice governing interferences. 

Moreover, Rule 94 of the Rules of Practiee provides as follows: 

“Interferences will be declared between applications by different 
parties for patent or for reissue when such applications contain claims 
for substantially the same invention which are allowable in the ap¬ 
plication of each party.” 

Of course, under the general authority of Section 483 of the Re¬ 
vised Statutes, the Commissioner of Patents has right to establish reg¬ 
ulations for the conduct of proceedings in the Patent Office, but it is 
specifically provided in the Statute that these regulations shall be 
“not inconsistent with law,” and it is believed that the latter por¬ 
tion of the amendment to Rule 93 is not only absolutely inconsistent 
with other rules of the Patent Office, such as Rule 94, which are 
binding upon the Commissioner, but is also inconsistent with Section 
4904. 

Of course, in the present case there has been absolutely no waiver 
of any rights of the applicant by reason of his failure to file the 
statement asked for by the Commissioner, inasmuch as any waiver 
must be by the voluntary consent of a party, and in the present in¬ 
stance the applicants, far from making any waiver, are re- 

21 questing that an interference be declared in accordance with 
Section 4904 and Rule 94 of the Patent Office; and with- 
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out a specific voluntary waiver or a specific admission such as was 
made in the Fowler case, the Commissioner has no right to deprive 
the applicant of the right to an interference, with is specifically 
given to the applicant bv Section 4004 and Rule 94. 

It is therefore submitted that the latter part of the amendment to 
Rule 93, above quoted, is in no way sanctioned by the Fowler case 
and is directly contrary to Section 4904 and Rule 94 of the Patent 
Office. By this portion of the amendment to Rule 93, the Com¬ 
missioner has assumed to determine a question of priority of in¬ 
vention which the Statute specifically directs shall be determined by 
the primary examiner, and from whose decision there shall be ap¬ 
peals as set forth in Section 4904 of the Revised Statutes. 

This is an entirely different proposition from the practice ap¬ 
proved in the Fowler case, namely: that when one party has specifi¬ 
cally and voluntarily admitted his date of conception at the “re¬ 
quest” of the Commissioner, which date was subsequent to the other 
party's filing date, the Commissioner could hold that there was no 
interference, since there was no question of priority. But in the 
present case the Commissioner is undertaking to determine the 
question of priority of invention (which includes the question of 
patentability and right to make the claim) by a mere assumption and 
in a way which would he final and without right of appeal insofar 
as Patent Office proceedings are concerned. 

Attention is respectfully directed to the provisions of Rule 114, 
by which the motions provided for in Rule 122 may be made 
22 and these questions of patentability and right to make the 
claim may be tested inter partes even when the date of con¬ 
ception of the junior party is subsequent to the filing date of the 
senior party as shown by the preliminary statements called for by 
Rule 110. By the practice which the Commissioner is following 
the present applicant is deprived of rights to which he is entitled 
under Rule 114 even though the preliminary statement should show 
that his date of conception is subsequent to the filing date of the 
rival application. 

If an interference is not declared and a patent is issued to the rival 
applicant, the Commissioner loses jurisdiction over this patent and 
the business of the assignee of the present applicant mav be irre¬ 
parably damaged by suits or threats of suits for patent infringement, 
and this applicant and his assignee will have lost rights specifically 
given to him by Section 4904 and Rules 94. 114 and 122. 

This is no question of discretion of the Commissioner of Patents 
but rather a question involving the rights of the applicant to have 
the Commissioner do something provided by statute, namely, to de¬ 
clare an interference. 

Applicant is simply asking for the rights which he is specifically 
given bv the Statute and Rules of Practice of the Patent Office, and 
it is submitted that the Commissioner has unequivocably taken the 
position that in his opinion there is an application which interferes 
with another pending application, and that in the absence of a specific 
admission bv applicant in regard to his date of conception, the Com¬ 
missioner of Patents has no right to himself arbitrarily determine a 
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question of priority of invention which by the Statute the Commis¬ 
sioner is directed to refer to the primary examiner for his de- 

23 termination, with certain specific rights of appeal, as set forth 
in the Statute. This practice is in no way sanctioned by the 

Fowler case, and, as pointed out above, is directly contrary to Section 
4904 and certain rules of the Patent Office, such as Rule 94, made in 
conformity with that Statute, and which for that reason have the 
effect of law and are binding upon the Commissioner of Patents. 

It seems to applicant that if a junior party voluntarily makes a 
statement giving his date of conception, under the decision in the 
Fowler case, the Commissioner of Patents would be perfectly justified 
in not declaring an interference; but, on the other hand, if the junior 
party declines to make such a statement and asks for an interference, 
there is nothing in the Fowler case which would authorize the Com¬ 
missioner to assume that the date of conception is the date of the 
oath attached to the application as provided in the latter portion of 
the amendment to Rule 93. By making such an assumption, which 
is obviously contrary to the real facts as to the date of conception, the 
Commissioner would be himself determining a question of priority, 
which the Statute specifically provides shall be determined by the 
primary examiner, with the rights of appeal specified in the Statute, 
and by such determination, from which, of course, there is no appeal 
in the Patent Office, the Commissioner would not only be deciding 
the question of priority upon a mere assumption, but would also be 
determining the question of invention, that is—patentability and the 
right of the party to make the claim. 

By Rules 114 and 122, if an interference has regularly been de¬ 
clared, the junior party can raise the question of patentability and 
right to make the claim even if it should develop by the pre- 

24 liminary statements that the date of conception of the junior 
party is subsequent to the filing date of the senior party, so 

that in reality any question of priority as such has ceased to exist. 

It certainly does not seem equitable that under a given state of 
facts in regard to priority a junior party should have certain rights 
if an interference is declared, and should be robbed of these same 
rights if, acting under the provisions of present Rule 93, the Com¬ 
missioner should refuse to declare an interference. 

In further explaining his position, applicant desires to point out 
that the subject matter of his invention is in extensive commercial 
use and any misconception of the meaning of words may involve the 
loss of a great deal of money to applicant’s assignee. In the present 
case, therefore, commercial hardship is likely to be put upon appli¬ 
cant and applicant’s assignee by the Examiner’s requirement. 

Referring to the commercial development of the present inven¬ 
tion, the following may be quoted from a letter recently received 
from the Chief Engineer of the Troy Laundry Machinery Co., Ltd., 
assignee of the entire right, title and interest in and to the present 
invention, which quotation is in response to a request from appli¬ 
cant’s attorneys for information relative to the commercial effect of 
the action proposed by the Commissioner in arbitrarily granting to 
another applicant the subject matter of the claim in question. 
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“We have spent a large amount of money on the development of 
special tools for the production of these doors in an economical man¬ 
ner; this refers not merely to jigs and fixtures, which would ordinarily 
be required, but to expensive dies for the forming of the door 
25 depression and the punch for the perforation of the doors, 
etc.; in other words, the expense which we have gone to in the 
development of this machine, and especially the door of the cylinder 
is a very large item, and should the patent office allow a rival claim 
the loss to us could only be measured in thousands, as it would mean 
not merely the scrapping of our tools, which amounted to thousands 
of dollars, but also a redesigning of a machine, in so far as this 
particular door is concerned.” 

To permit a patent to issue to another party containing the claim 
in question might, and probably would, result in irreparable injury 
to applicant’s assignee, inasmuch as it, and possibly its customers, 
would be sued, with the result that the business of applicant’s as¬ 
signee would be seriously injured, even though such suit or suits re¬ 
sulted favorably to applicant’s assignee and its customers. 

Such injury to applicant’s assignee might be avoided by the decla¬ 
ration of an interference in which the question of validity of the 
claim at issue would be contested, and the question whether such 
claim when interpreted in the light of applicant’s specification can 
properly be made by the senior party. In other words, by adjudicat¬ 
ing in the Patent Office the patentability of such claim and the senior 
party’s right to make the same, applicant’s assignee may be pro¬ 
tected from the injury which would result to it by the granting of a 
patent to the senior party containing said claim. 

In connection with the paragraph numbered 4 at the beginning 
of this petition, applicant respectfully requests a statement as to 
whether or not an interference will be declared if the rival applicant 
should fail to have his patent issue within six months, as provided 
in Order No. 2750 prolongated May 29, 1922. 

23 Applicant desires to point out that the mere clash of terms 

does not necessarily pronounce the existence of an interfer¬ 
ence, and any departure from the time honored procedure of the sub¬ 
jection of interfering subject matter to inter partes test is a retro¬ 
grade step and a perversion of justice that are in no way offset by 
any supposed inconvenience to one of the parties. 

In support of the ground (2) of the present petition, requesting 
an extension of thirty (30) days’ time in which to proceed if the 
requirement for the statement should not be waived, it is respectfully 
stated that, though applicant and applicant’s attorneys have vigor¬ 
ously prosecuted an investigation of applicant’s date of conception, 
complete documentary evidence has not yet been found. According 
to the best evidence which applicant has been able to discover, the 
invention was conceived at least as early as 1922. If the statement 
that the present invention was conceived at least as early as 1922 is 
sufficient for the Commission’s purpose, the interference will doubt¬ 
less be declared. If said date is not sufficiently early, then, it is 
submitted, applicant should have the thirty day extension requested, 
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in order that the search for earlier documentary evidence may be con¬ 
tinued. It is condentlv expected that the thirty day extension re¬ 
quested will give applicant sufficient time to complete his search. 

It is respectfully urged, therefore, that the prayers of the present 
petition be granted. 

Respectfully submitted, 

(Signed) WILKINSON, HUXLEY, BYRON & 

KNIGHT, 

Attorneys for Applicant. 

Chicago, Ill., December 12, 1924. 

27 “Exhibit C.” 

In the United States Patent Office. 

Div. 27, Room 214. 

In re Application of Fritz Balzer. Serial No. 084,291. Filed 
January 4, 1924. Door Mechanism for Washing Machines. 

Amendment, 

Hon. Commissioner of Patents, 

Washington, D. C. 

Sir: 

Please amend the application above identified as follows: 

Add the following claim: 

—13. A washing machine cylinder provided with an opening, a 
slidable door for said opening, locking means for said door, and 
means for actuating said locking means and manipulating said door, 
comprising a member movable for unlocking the door in a plane 
normal to the direction of the movement of the door to a position 
extending outwardly from said cylinder and in said position being 
immovable relatively to the door in the direction of door movement 
and serving as a handle for moving the door in either direction.— 

Remarks. 

The claim submitted herewith is a claim communicated to appli¬ 
cant for the purpose of securing a confidential statement under 

28 the provisions of Rule 93 as said rule was amended June 5, 
1917. 

This claim is submitted for the reason that the Commissioner has 
taken the position that same is allowable, this position being neces¬ 
sarily implied from his action in requesting applicant’s confidential 
statement regarding same. Applicant submits this claim without 
any knowledge of the disclosure upon which it is based, and desires 
to have it clear that he waives none of his rights under the rules to 
question the patentability of said claim. 

This action is not to he taken either as a complete or as a partial 
response to the Official action of May 23, 1924. Said claim is sub- 
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mitted for interference purposes and not as a response to the Official 
action referred to. 

Respectfully submitted, 

(Signed) WILKINSON, HUXLEY, BYRON & 

KNIGHT, 

Attorneys for Applicant. 

Chicago, Illinois, December 22, 1924. 

29 “Exhibit D.” 

Department of the Interior, 

United States Patent Office, 

Washington, D. C. 

February 19, 1925. 

Ex Parte Fritz Balzer. Serial No. 684,291. Filed January 4, 
1924. Door Mechanism for Washing Machines. 

Petition. 

i 

Applicant petitions that the requirement for a statement be waived, 
or, in the alternative, that an interference be declared, or that fur- 
thr extension be given. 

Applicant also asks, in paragraph 4, whether the interference will 
be declared if the rival applicant fails to have his patent issue within 
six months. In reply to this inquiry it may be stated that Order No. 
2750 so provides and that is the practice of the Office. Neither ap¬ 
plicant should be permitted to hold up the other applicant by any 
unneccssarv delay. 

As to the other prayers of the petition: no reason is seen why the 
requirement for a statement should be waived in this case, or that 
an interference should l>e declared, since petitioners correspondence 
in this matter is convincing that no interference exists. 

Petitioner has had numerous extensions and no sufficient reason 
appears why a further extension should be granted. 

The petition is denied. 

THOM AS E. ROBERTSON, 

Commissioner. 

Messrs. Wilkinson, Huxley, Byron & Knight, First National Bank 
Building, Chicago, Illinois. 

30 Rule to Shoiv Came. 

Filed March 6, 1925. 

******* 

Upon consideration of the petition for mandamus in the above 
entitled cause, it is, this 6th day of March 1925 ordered: 
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That the respondent herein show cause on the 13th day of March 
1925, before this Court, why a writ of mandamus should not issue, 
as prayed in said petition, provided that a copy of this order and 
of said petition be served on the respondent on or before the 10th 
day of March, 1925. 

WENDELL P. STAFFORD, 

Justice. 


Marshal's Return. 


Served a copy of the within Rule & Petition on Thos. E. Robert¬ 
son on 3/7/25 personally. 

E. C. SNYDER, 

U. S. Marshal. 
W. 


31 Supreme Court of the District of Columbia. 

Tuesday, March 10", 1925. 

Session resumed pursuant to adjournment, present, presiding, Mr. 
Justice Stafford. 


******* 

Upon consideration of the respondent herein to extend the time 
for hearing on the Rule to Show Cause issued herein, it is ordered 
that said motion be and the same is hereby granted and said hear¬ 
ing is continued to March 20", 1925. 

32 Motion to Extend Time of Rule to Show Cause. 

Filed March 11, 1925. 

******* 

Now comes the respondent, Thomas E. Robertson, Commissioner 
of Patents, by his counsel, and moves that the Rule to Show Cause 
originally set for March 13, 1925, be extended, and set for March 
20, 1925. 

In support of the motion counsel states that he has a number of 
cases for argument this week in the Court of Appeals of the District 
of Columbia, and that the time originallv set is therefore insufficient. 

T. A. HOSTETLER, 
Counsel for Respondent. 

Granting of the above motion is herebv consented to. 

EDWARD W. SHEPARD, 

Counsel far Petitioner. 


March 10, 1925. 
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Notice. 


Filed March 12, 1925. 


* * * * * * * 

Hon. Thomas E. Ro 1 ertson, 

Commissioner of Patents, 

United States Patent Office, 

Washington, D. C. 

Sir: 

Please take notice, That in the above-entitled case at the hearing 
on the Petition for Mandamus set for March 20th, at 10 o’clock 
A. M., or as soon thereafter as counsel may be heard, we shall call 
the attention of the Court to the Patent Office Action dated March 
5, 1925, in connection with the application of Fritz Balzer, Serial 
No. 084.291, filed January 4, 1924, for Door Mechanism for Wash¬ 
ing Machines, a copy of said Office Action being attached hereto and 
being marked “Exhibit E.” 

WILKINSON, HUXLEY, BYRON & KNIGHT, 
GEO. L. WILKINSON, 

Attorneys for Petitioner. 

EDWARD W. SHEPARD, 

Solicitor. 

Dated Chicago, Illinois, March 9, 1925. 

34 Receipt of a copy of the above Notice and a copy of “Ex¬ 

hibit E” referred to therein is acknowledged this 11th day of 
March, 1925. 

R. F. WHITEHEAD, 

For the Commissioner of Patents, Respondent. 
“Exhibit E.” 


Department of the Interior, 
United States Patent Office, 


Washington, D. C. 


Wilkinson. Huxley, Bvron & Knight. 
First Natl. Bank Bldg., 

Chicago, Ills.: 


March 5, 1925. 


Fritz Balzer. Filed Jan. 4, 19*24. Door Mechanism for Washing 

Machines. Serial No. 684,291. 

Responsive to amendment of Dec. 24, 1924. 

In view of the fact that applicant failed to overcome the filing 
date of a senior application, claims 2 to 7, inclusive, 11, 12 and 13 
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are therefore held unpatentable to him under Commissioner’s Order 
No. 2750. 

In case the senior party fails to have his patent issued within six 
months an interference will be declared upon applicant’s request. 

Claims 1, 8, 9 and 10 stand rejected for the reason set forth in the 
Office action of May 3, 1924. 


Exr., Div. 40. 

35 Answer to Rule to Shaw Cause. 

Filed March 18, 1925. . 

****** * 

The Honorable the Judges of the Supreme Court of the District of 

Columbia: 

The respondent, Thomas E. Robertson, Commissioner of Patents, 
in response to the order to show cause why a writ of mandamus 
should not issue, and in answer to the petition, says upon informa¬ 
tion and belief: 

I. That he admits, for the purpose of this suit, the allegation of 
paragraph I of the petition. 

II. That he admits, for the purpose of this suit, the allegation of 
paragraph II, but states that he is a legal resident of Chevy Chase, Md. 

III. That Fritz Balzer, on January 1, 1924, filed an application for 
patent for an improvement in Door Mechanism for Washing Ma¬ 
chines in which, under the date of December 13, 1923, he makes 
the allegations specified in paragraph III, except that the applicant 
did not use the words “prior to.” 

IV-XX. That he admits the allegations of paragraphs IV to XX, 
inclusive. 

XXI. Respondent admits that there are now pending in the Pat¬ 
ent Office the said Balzer application and an earlier application, which 
applications disclose common subject matter, but denies that 
30 he is under any duty to declare an interference until it can be 
determined that a question of priority exists to be determined 
by an interference. Further answering respondent avers that, as 
provided in Rule 93, he has asked petitioner to give him the date 
when he conceived the invention defined by a specified claim in 
order that it can be determined whether the date of his conception 
was such that any question of priority exists between petitioner and 
the unknown applicant. He further avers that petitioner has failed 
to give the date of his conception of the invention and that, there¬ 
fore, he, the respondent, is justified in assuming that petitioner 
can give no better date of conception than the date on which the 
oath to the application was executed. That as this date is subsequent 
to the date upon which the earlier application was filed no question 
of priority has been shown by the record to exist. 

Respondent denies that petitioner has shown any injury or 
threatened injury. The only allegation of injury made in the peti- 
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tion is, that if the unknown (senior) applicant receives a patent and 
an interference between Balzer and said patent is declared and award 
is given to Balzer. petitioner would be obliged to file a bill under 
Rule 4918. The dates of the record indicate (and petitioner refuses 
to give any further dates) that Balzer does not overcome the filing 
date of the senior applicant. To contest an interference with the 
patent would take no longer or be no more expensive than the con¬ 
test with the application would be. 

XXII. Respondent denies the allegation of paragraph XXII, that 
respondent has no authority for assuming any date as Balzer’s con¬ 
ception date. When an applicant refuses to give a necessary date, 
the earliest date in the record is taken in lieu thereof. (See Rules 
93 and 112.) 

37 XXIII. Respondent denies that petitioner is deprived of 

any legal rights vested in him by the laws of the United 
States. If applicant believes himself to be the prior inventor of the 
subject matter it is only necessary for him to state his date of con¬ 
ception and if such date is prior to the filing date of the other ap¬ 
plicant an interference will be declared. 


Further answering respondent avers that during the last year ap¬ 
proximately 80.000 applications for patents were filed in the United 
States Patent Office, that a large number of applications are found 
to contain conflicting claims, that it is of the highest public interest 
that the prosecution of all applications he brought to a speedy con¬ 
clusion that patents may be issued on those applications which are 
found to be allowable, that in a large number of interferences where 
the junior applicant makes no claim of prior conception, the prose¬ 
cution of the applications involved is greatly delayed owing to the 
presentation of motions involving questions which do not involve 
the question of priority and which amount merely to opposition to 
the grant of a patent to the senior party, that it is therefore highly 
desirable to ascertain, without declaring an interference, whether 
the later applicant claims to have conceived the invention at a date 
prior to the filing date of the earlier applicant and if he makes no 
such claim, to grant a patent upon the earlier application without 
needless delay, that this procedure does not deprive the later applicant 
of any right to contend thereafter that the patent granted on the 
earlier application is not a bar under the provisions of Section 4889 
of the Revised Statutes to the grant of a patent on his later applica¬ 
tion, that the practice thus set out is a part of the general policy of 
the Patent Office to prevent the accumulation of applications in the 
Patent Office. 

38 Further answering respondent states that substantially the 

same question involved in this case was adjudicated by the 
Supreme Court of the United States in Ewing, Commissioner of Pat¬ 
ents, v. U. S. ex rel. Fowler Car Co., 244 U. S. 1, 1917 C. IX, 409, in 
which case the junior applicant gave a date of conception which 
was subsequent to the senior party ? s filing date. In the present case, 
at bar. the junior partv refuses to give his date of conception, and 
the earliest date available for the Commissioner to determine whether 
“in the opinion of the Commissioner” an interference exists, is De- 
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cember 13, 1923, the date of execution of his application for a pat¬ 
ent, which is subsequent to the filing date of the senior applicant and, 
therefore, this case falls under the ruling of the Supreme Court of 
the United States in the Fowler Car Company case, supra. 

And now having fully answered the petition, respondent prays 
that the rule to show cause issued against him be discharged. 

THOMAS E. ROBERTSON, 

Commissioner of Patents. 

T. A. HOSTETLER, 

Attorney. 

City of Washington, 

District of Columbia, ss: 

I, Thomas E. Robertson, being duly sworn, on oath depose and 
say that I am the Commissioner of Patents; that I have read the 
foregoing answer by me subscribed and know the contents thereof; 
that the matters and things therein stated of my own knowledge 
are true and those stated on information and belief I believe to be 
true. 

THOMAS E. ROBERTSON. 

Subscribed and sworn to before me this 17th day of March, 1925. 
[Notarial Seal.] ALBERT W. KAISER. 

Notary Public in and for D. C. 

39 Motion for Judgment. 

Filed March 20, 1925. 

* * * * * * * 

And now comes the petitioner, by George L. Wilkinson, its at¬ 
torney; and 

Mores for a peremptory writ of mandamus against the respondent, 
notwithstanding the return of the respondent herein. 

GEO. L. WILKINSON, 

Attorney for Petitioner. 
EDWARD W. SHEPARD, 

Solicitor. 

Dated March 20, 1925. 

40 Order Denying Motion, &c. 

Filed April 8, 1925. 

******* 

This cause came on to be heard upon the Petition, the Rule to 
Show Cause, the Answer to said rule and petition and Motion to 
issue the Writ notwithstanding the Answer, 

And after argument by the respective attorneys of record was sub¬ 
mitted to the Court, 
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Whereupon the same having been considered it is ordered that 
said Motion be and the same is hereby denied, 

Thereupon the Relator by its attorney elects to stand upon the 
Pleadings: 

Wherefore, it is considered and ordered that relator take nothing 
by this action, that respondent go hence without day, be for noth¬ 
ing held and recover of the relator his cost of defense to be taxed 
by the Clerk and have execution thereof. 

From the foregoing judgment, the relator, by his attorney in open 
court notes an appeal to the Court of Appeals of the District of 
Columbia, whereupon the maximum of an undertaking for costs 
is hereby fixed in the sum of $100.00 with leave to deposit the sum 
of $50.00 with the Clerk in lieu thereof. 

WENDELL P. STAFFORD, 

Justice. 


Approved as to form. 

T. A. HOSTETLER, 

Atty. for Respondent. 
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Memorandum. 


April 9, 1925.—$50 deposited in lieu of bond on appeal. 

Assignments of Error. 

Filed April 9, 1925. 

******* 

Now comes the relator, The Troy Laundry Machinery Company, 
Ltd. by its Attorney, Edward W. Shepard, and assigns as error for 
the purpose of appeal in the above entitled cause, the following: 

1. That the Court erred in denying the Motion for the Issue of 
the Writ notwithstanding the Answer. 

2. That the Court erred in dismissing the Petition for the Writ. 

EDWARD W. SHEPARD, 

Atty. for Relator. 


Designation of Record. 

Filed April 9, 1925. 

******* 

It is respectfully requested that the Clerk prepare and furnish a 
certified transcript of the record in the above entitled cause includ¬ 
ing each and every paper of record. 

EDWARD W. SHEPARD, 

Attorney. 


THOMAS E. ROBERTSON. 
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42 Supreme Court of the District of Columbia. 


United States of America, 

District of Columbia, ss: 

I, Morgan H. Beach, Clerk of the Supreme Court of the District 
of Columbia, hereby certify the foregoing pages numbered from 1 
to 41, both inclusive, to be a true and correct transcript of the record, 
according to directions of counsel herein filed, copy of which is made 
part, of this transcript, in cause No. 69955 at Law, wherein United 
States ex Relatione Troy Laundry Machinery Co., Ltd., is Peti¬ 
tioner and Thomas E. Robertson, Commissioner of Patents, is Re¬ 
spondent, as the same remains upon the files and of record in said 
Court. 

In testimony whereof, I hereunto subscribe my name and affix 
the seal of said Court, at the City of Washington, in said District, 
this 15th day of April, 1925. 

[Seal Supreme Court of the District of Columbia.] 


LMG. 


MORGAN H. BEACH, 

Clerk 

ByCHAS. B. COFLIN. 


Endorsed on cover: District of Columbia Supreme Court. No. 
4323. United States ex relatione Troy Laundry Machinery Co., 
Ltd., appellant, vs. Thomas E. Robertson, Commissioner of Patents. 
Court of Appeals, District of Columbia. Filed Apr. 15, 1925. 
Henry W. Hodges, clerk. 


(6165) 


3-4323 


v'..'.-7' v r < ♦->> ♦, ^ vwwni A V;V,*jN* ■ 

' - . '■. • • .- • ■ ,• • ; “^^TCFCOl.UMOiA •; ,;- 

- .#• ^ , J L _ * *■ »' * - ? , > 


' 7^\'/ 


‘ > ^ , t\\ ' Vi 

: j•* A'/?V, 


' . k 


* * * V . *.f v 

. „'•* Sum*. * VV 

■• *- ■ .,'- .;V 
• - • /•'< •r'v* 

„ 1 + tl *‘ I'* ’ V, 


IN THE 


Court ot Appeals, ©iotritt of Columbia 


Apbil Term, 1925. * 


4-3*3 

No. »m 


* T 

t < ^ ‘ 

!4 ^ * .-I *> y 

■ ' - A 

. 

I 1 --.' •*•: 

, , ,1 


‘ < ■'I 


: r ■ :< 


• A '- 


United States ex rel. 

Troy Laundry Machinery Co., Ltd., Appellant , 


/ ' *i 

♦>* ^ / 


Z 


- <■ ■ -r t 


Thomas E. Robertson, Commissioner of Patents, 

Appellee . 


BRIEF FOR APPELLANT. 


Dated: 

May 5, 1925. 


Geo. L. Wilkinson, 
Henry M. Huxley, 

Ralph Munden, 

E. W. Shepard, 

Counsel for Petitioner. 


*■ . . - 


•f '■< 


\ •>. *■ > > 


i > 4 

* '■* 1 

I 

‘ > 


Pbbsi or Byuom S. Adams. Wasmcvotov. D. 0. 


< T ; v; f 


INDEX. 

PAGE 

Introduction. 1 

Statement of Case. 2 

Appellee Has Refused to Perform a Ministerial 
Act Clearly Imposed Upon Him by Law.... 4 

Authorities. 8 

Distinction Between the Fowler Case and the 

Present Case. 9 

Rule 93, Rules of Practice, United States Patent 

Office. 13 

Threatened Injury to Appellant by the Commis¬ 
sioner’s Refusal to Declare an Interference.. 17 

Appellee’s Contentions. 21 

The Right of Opposition . 24 

Conclusion. 26 

CASES CITED. 

Ewing, Commissioner of Patents, v. U. S. ex rel. 

Fowler Car Co., 244 U. S., 1. 5 

United States v. Bell Telephone Company, 167 
U. S., 224, 247 . 18 












In The 


(tart of Apprata.Btetrtrt at (Halumbia 

April Term, 1925 


No. 1119 


United States ex rel. 

Troy Laundry Machinery Co., Ltd., Appellant, 

v. 

Thomas E. Robertson, 
Commissioner of Patents, Appellee. 


BRIEF FOR APPELLANT 

This is an appeal from the judgment of the Supreme 
Court of the District of Columbia denying a petition 
filed by appellant for a writ of mandamus directed 
to the Commissioner of Patents, appellee here, com¬ 
manding him to declare, or to direct to be declared, 
an interference between an application of Fritz Bal- 
zer, assignor to petitioner-appellant, and an applica¬ 
tion for the same invention of an undisclosed applicant. 

The sole question presented is whether the Com¬ 
missioner of Patents in refusing to declare an inter- 
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ference, has declined to perform a ministerial act im¬ 
posed upon him by Section 4904 of the United States 
Revised Statutes. 

STATEMENT OF THE CASE 

The appellant is the assignee of an invention made 
by Fritz Balzer, relating to Door Mechanism for 
Washing Machines, covering which there was filed in 
the United States Patent Office, on January 4, 1924, 
an application, Serial No. G84,291, for United States 
Letters Patent. 

On November 12, 1924, the appellee wrote a letter 
to appellant’s attorneys of record in the Balzer ap¬ 
plication stating: 

“An interference has been suggested involving 
the above entitled application. As an aid to me 
in determining whether such interference should 
be instituted, it is required that a statement be 
filed setting forth as precisely as is possible when 
applicant conceived the subject matter defined by 
the claims indicated or quoted below. * * * 

“Upon failure to file such statement within the 
time hereinafter specified the application of the 
senior party may be passed to issue.” (“EX¬ 
HIBIT A”.) 

The statement was required to be filed on or before 
December 2, 1924, but upon the request of appellant 
an extension for filing such statement was granted by 
the respondent until December 18, 1924. 

On December 12, 1924, appellant filed a petition 
(“EXHIBIT B”) to the appellee, praying as follows: 

“(1) Applicant requests that the requirement 
for the statement referred to be waived. 
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“(2) Applicant requests an extension of thirty 
(30) days’ time in which to proceed if it should 
be determined that applicant’s request under (1) 
above should not be granted. 

“(3) Applicant requests the Commissioner to 
institute the interference referred to in his offi¬ 
cial communication of November 12, 1924, above 
referred to. 

“(4) Applicant requests a statement whether, 
under Order 2750, an interference will be declared 
if the rival applicant fails to have his patent issue 
within six months.” 

The said petition set forth in full the reasons why 
the applicant requested that the requirement for filing 
the informal statement as to his earliest date of con¬ 
ception be waived and an interference instituted be¬ 
tween his application and the interfering pending ap¬ 
plication. It was also urged that the applicant had a 
statutory right to the declaration of an interference, 
which statutory right would be denied him unless the 
Commissioner did declare an interference between his 
application and the interfering pending application. 

It was also urged upon appellee that to deny the 
statutory right to the declaration of an interference 
might result in serious injury to applicant’s assignee, 
the appellant in this case. 

On December 22, 1924, there was filed in the Balzer 
application an amendment incorporating therein the 
claim which had been called to the attention of the 
applicant in the letter of the Commissioner of Novem¬ 
ber 12, 1924, as defining the interfering subject-mat¬ 
ter. (“EXHIBIT C”.) 

On February 19, 1925, the appellee denied the ap¬ 
plicant’s petition that an interference be declared, and 
said: 


4 


“Applicant also asks, in paragraph 4, whether 
the interference will be declared if the rival ap¬ 
plicant fails to have his patent issue within six 
months. In reply to this inquiry it may be stated 
that Order No. 2750 so provides and that is the 
practice of the Office.” (“EXHIBIT D”.) 

On March 5, 1925, the Commissioner wrote a letter, 
through the Examiner in charge of the Balzer applica¬ 
tion, in which he stated: 

“In view of the fact that applicant failed to 
overcome the filing date of a senior application, 
claims 2 to 7, inclusive, 11, 12 and 13 are there¬ 
fore held unpatentable to him under Commis¬ 
sioner’s Order No. 2750. 

“In case the senior party fails to have his pat¬ 
ent issued within six months an interference will 
be declared upon applicant’s request.” 

The petition for mandamus to the Supreme Court 
of the District of Columbia was filed before the re¬ 
ceipt of the said letter of March 5, 1925, from appellee, 
and hence notice was served upon appellee that his 
said letter would be called to the attention of the 
Court at the hearing on the Order to Show Cause why 
the Petition for Writ of Mandamus should not be 
granted. 

APPELLEE HAS REFUSED TO PERFORM A 
MINISTERIAL ACT CLEARLY IMPOSED 
UPON HIM BY LAW 

Section 4904, U. S. Rev. Stat., reads as follows: 

“SEC. 4904. Whenever an application is made 
for a patent which, in the opinion of the Commis¬ 
sioner, would interfere with any pending applica- 
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tion, or with any unexpired patent, he shall give 
notice thereof to the applicants, or applicant and 
patentee, as the case may be, and shall direct the 
primary examiner to proceed to determine the 
question of priority of invention. And the Com¬ 
missioner may issue a patent to the party who is 
adjudged the prior inventor, unless the adverse 
party appeals from the decision of the primary 
examiner, or of the board of examiners-in-chief, 
as the case may be, within such time, not less than 
twenty days, as the Commissioner shall pre¬ 
scribe.’’ 

It will be observed that the above statute expressly 
requires the Commissioner of Patents to ‘‘ direct the 
primary examiner to proceed to determine the ques¬ 
tion of priority of invention” when in his opinion an 
application for patent is made which interferes with 
a pending application. 

Where there is no question of priority, by reason of 
one applicant having expressly admitted that he con¬ 
ceived the invention at a date later than the other 
pending application was filed, the Commissioner is, of 
course, not required to institute an interference to de¬ 
termine the question of priority of invention, when no 
such question exists. (Ewing, Commissioner of Pat¬ 
ents, v. U. S. ex rel. Folder Car Co., 244 U. S., 1.) 

A consideration of the petition and the exhibits, 
forming part thereof, clearly shows: (1) that in the 
opinion of the Commissioner, petitioner’s Balzer ap¬ 
plication interferes with a pending application of an¬ 
other; and (2) that a question of priority of invention 
exists. It therefore clearly follows that the Commis¬ 
sioner is required by law to “direct the primary ex¬ 
aminer to proceed to determine the question of pri¬ 
ority of invention.” 
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That in the opinion of the Commissioner, petition¬ 
er’s Balzer application interferes with a pending ap¬ 
plication of another is unquestionably established by 
the following circumstances: 

The Commissioner in his letter of November 12, 
1924, said: 

nm * * As an aid to me in determining 

whether such interference should be instituted.” 

The Commissioner does not intimate that there is 
any doubt in his mind as to the Balzer application in¬ 
terfering with the pending application of another, but 
uses the positive expression, “such interference.” 

Furthermore, in his said letter, the Commissioner 
required Balzer to file a statement setting forth when 
he conceived the subject-matter defined by the quoted 
claim. The Commissioner would not, of course, have 
required Balzer to file a statement as to when he con¬ 
ceived the subject-matter defined by the quoted claim 
unless in the opinion of the Commissioner such quoted 
claim defined subject-matter present in the Balzer ap¬ 
plication. In other words, the fact that the Commis¬ 
sioner wrote the said letter of November 12, 1924, 
conclusively shows that at that time in his opinion an 
interference did exist, as otherwise the writing of his 
said letter would have been a useless waste of time. 

That in the opinion of the Commissioner an inter¬ 
ference exists also unquestionably appears from his 
letter of February 19, 1925, in which he states that it 
is the practice of the Office under Order No. 2750 to 
declare an interference if the rival applicant fails to 
have his patent issue within six months. Such state¬ 
ment contains no suggestion that there is any doubt 
in the mind of the Commissioner as to an interference 
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existing. Unless the Commissioner had at that time 
formed an opinion that an interference existed, he 
would not, of course, have stated that it would be de¬ 
clared in six months if the rival applicant failed to 
have his patent issue. 

The letter from the Commissioner dated March 5, 
1925, also definitely and positively states that the in¬ 
terference will be declared upon applicant’s request 
in case the senior party fails to have his patent issue 
within six months. 

That the Commissioner has formed an opinion that 
an interference exists between the Balzer application 
and that of an undisclosed applicant is too clear to be 
questioned. 

It also clearly appears that a question exists as to 
the priority of invention as between Balzer and the un¬ 
disclosed applicant. 

It was only because there was uncertainty in the 
mind of the Commissioner as to whether Balzer or 
the undisclosed applicant was the prior inventor that 
he sought through his letter of November 12, 1924, 
to ascertain Balzer’s date of conception. The Com¬ 
missioner was only interested in ascertaining Balzer’s 
date of conception because whether Balzer or the un¬ 
disclosed applicant was the prior inventor was an 
open question, and in order to determine such ques¬ 
tion the Commissioner desired to know Balzer’s date 
of conception of the invention, so that the Commis¬ 
sioner might compare the same with the date of filing 
of the pending application. 

Furthermore, the statement made by the Commis¬ 
sioner in his letter of February 19, 1925, and reiter¬ 
ated in his letter of March 5, 1925, that “In case the 
senior party fails to have his patent issued within 
six months an interference will be declared upon ap- 
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plicant’s request,” is an admission on the part of the 
Commissioner that there is a question as to priority 
of invention between Balzer and the undisclosed ap¬ 
plicant, as otherwise the declaration of an interfer¬ 
ence would be unnecessary. 

Appellant therefore urges that there can be no pos¬ 
sible doubt that in the opinion of the Commissioner 
there is an interference between the Balzer applica¬ 
tion and that of the undisclosed applicant, and that 
a question exists as to whether Balzer or the undis¬ 
closed applicant is the prior inventor of the interfer¬ 
ing subject-matter. Therefore, Section 4904 explic¬ 
itly and clearly requires that the Commissioner “ shall 
direct the primary examiner to proceed to determine 
the question of priority of invention.” 

AUTHORITIES 

The propriety of issuing a writ of mandamus in a 
case such as that presented by this petition has here¬ 
tofore been before this Court. 

In U. S. ex rel. Fowler Car Company v. Thomas 
Ewing, Commissioner, at Law No. 58,768, a writ of 
mandamus was issued on January 26, 1916, by the 
Supreme Court of the District of Columbia, directing 
the Commissioner of Patents to declare an interfer¬ 
ence. In said case the applicant had complied with 
the requirement of the Commissioner and had filed a 
statement disclosing his earliest date of conception 
of the interfering subject-matter, which the appellant 
in the present case declined to do. This Court af¬ 
firmed the Supreme Court of the District of Columbia 
(45 App. D. C., 185), but the L T nited States Supreme 
Court reversed (244 U. S., 1) on the ground that the 
applicant having disclosed to the Commissioner his 
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earliest date of conception of the interfering inven¬ 
tion, and such date being subsequent to the filing date 
of the other application, no question of priority of 
invention existed, and there was no occasion for de¬ 
claring an interference for the purpose of determin¬ 
ing a question which did not exist. 

DISTINCTION BETWEEN THE FOWLER CASE 
AND THE PRESENT CASE 

The proceedings in the Fowler case differ essen¬ 
tially from those in the present case. As shown by 
the record of the Fowler case, the proceedings in ques¬ 
tion were instituted by the Commissioner writing a 
letter to the applicant’s attorney stating as follows: 

“My attention has been called to the applica¬ 
tion of William E. Fowler, Senior, Serial No. 
29,794, filed May 22, 1915, in which you are the 
attorney of record. 

“There is another application pending claim¬ 
ing substantially the same invention as that de¬ 
fined in the following claims: 

(Here follow seven claims) 

“In order to determine whether it is neces¬ 
sary to declare an interference you are requested 
to obtain a statement from Fowler setting forth 
when he conceived the invention defined in the 
above quoted claims, when he disclosed it to 
others and when he reduced it to practice. This 
statement will not be made a part of the record 
and will be returned to you. A response is re¬ 
quested within twenty days.” (Fowler Rec., p. 
9.) 

Thereupon, Fowler filed a statement (“EXHIBIT 
B”) stating that he conceived the subject-matter of 
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the claims quoted on or about April 10, 1915, and by 
an amendment of the same date Fowler made six of the 
seven claims suggested by the Commissioner of Pat¬ 
ents and requested that an interference be declared. 
(Fowler Rec., pp. 10, 11.) 

The next proceeding was a letter from the Commis¬ 
sioner of Patents to Fowler’s attorney (“EXHIBIT 
D,” Fowler Rec., p. 11), reading as follows: 

“Enclosed find the statement of William E. 
Fowler, Sr., made in response to the request in 
my letter of November 18, 1915. 

“The dates of invention claimed bv Fowler are 
subsequent by several months to the filing date 
of the application of the other party. The other 
party’s case will be passed to issue as soon as 
possible and when patented will be cited as a ref¬ 
erence against such claims in Fowler’s applica¬ 
tion as it may be found to anticipate. 

“An interference will not be declared.” 

The only point of procedure before the Supreme 
Court in the Fowler case was that outlined above, 
namely: That the Commissioner had requested the 
applicant to make a statement of his date of concep¬ 
tion; that the applicant had made such a statement and 
specifically admitted his date of conception; and that 
the Commissioner of Patents had refused to declare 
an interference on the ground that inasmuch as Fow¬ 
ler’s admitted date of conception was subsequent to 
the filing date of the rival applicant, there was no 
question of priority. This procedure of the Commis¬ 
sioner, and this alone, was approved in the decision of 
the Supreme Court. 

It will immediately be apparent that there are two 
fundamental points of difference between the Fowler 
case and the present case: 
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(1) Fowler specifically admitted his date of con¬ 
ception, and this date proved to be subsequent to the 
filing date of the other party, so that the Supreme 
Court held that since by the admission of Fowlei 
there was no question of priority, it was within the dis¬ 
cretion of the Commissioner to refuse to declare an 
interference. On the other hand, in the present case 
the applicant has declined to give his date of concep¬ 
tion ; there is absolutely no admission on his part re¬ 
garding this date; and he has specifically requested 
the interference and the determination of the ques¬ 
tion of priority of invention in the manner set forth 
in Section 4904 of the Revised Statutes. 

(2) In the present case, the Commissioner has spe¬ 
cifically stated in a formal action that if the rival ap¬ 
plication does not issue as a patent within six months, 
an interference will be declared. This is no idle state¬ 
ment on the part of the Commissioner, but a positive 
official action and assurance to the applicant that un¬ 
der certain circumstances an interference will be de¬ 
clared, and a positive statement of opinion that inter¬ 
fering subject-matter exists. Obviously, neither ac¬ 
tion nor lack of action on the part of rival applicant 
can change this condition. In the Fowler case, there 
was no such action by the Commissioner, but, on the 
other hand, his only action positively stated that an 
interference would not be declared. 

That the decision in the Fowler case was based 
upon the fact that the applicant had admitted a date 
of conception later than the filing date of the inter¬ 
fering applicant, and that consequently no question 
of priority of invention existed, is evident from the 
opinion of the Supreme Court, from which the follow¬ 
ing portions are quoted for convenient reference (244 
U. S., 8, 9): 
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“ Priority of invention is necessarily the es¬ 
sential thing, and to determine it interference 
proceedings are provided. But are they consid¬ 
ered as a matter of course on the mere assertion 
or appearance of a conflict! Upon the answer to 
the question the controversy here turns. The 
Commissioner contends for a negative answer and 
supports the contention by the language of Sec. 
4904 reinforced by the assertion that there is no 
necessity for proceedings to determine what is 
already apparent as in the pending case by the 
admission of respondent.” * • • 

“The conceptions were thus established to be 
identical and that that of Fowler did not come to 
him until some months after the filing of the other 
application. And it is to be observed that the 
priority was complete.” 

The decision in the Fowler case, therefore, affords 
no basis for the action of the Commissioner of Pat¬ 
ents in refusing to declare an interference between 
appellant’s Balzer application and the pending inter¬ 
fering application. 

In the Fowler case, the admission of Fowler made 
certain the priority of invention of the other appli¬ 
cant, and hence it would have been a futile thing to 
declare an interference to determine a question which 
did not exist. 

In the case at bar, however, there has been no ad¬ 
mission whatever as to Balzer’s earliest date of con¬ 
ception of the invention in question, and hence a ques¬ 
tion does exist as to whether Balzer or the undis¬ 
closed applicant is the prior inventor of the interfer¬ 
ing subject-matter, and such question the Statute ex¬ 
plicitly requires the Commissioner to “direct the pri¬ 
mary examiner to proceed to determine.” 
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RULE 93, RULES OF PRACTICE, UNITED 
STATES PATENT OFFICE 

The action of the Commissioner, in refusing to de¬ 
clare an interference between petitioner’s Balzer ap¬ 
plication and the pending interfering application, is 
based upon Rule 93, which is here quoted for con¬ 
venient reference: 

“93. An interference is a proceeding instituted 
for the purpose of determining the question of 
priority of invention between two or more parties 
claiming substantially the same patentable inven¬ 
tion. In order to ascertain whether any question 
of priority arises the Commissioner may call upon 
any junior applicant to state in writing the date 
when he conceived the invention under considera¬ 
tion. All statements filed in compliance with this 
rule will he returned to the parties filing them. 

. In case the applicant makes no reply within the 
time specified , not less than ten days , the Com¬ 
missioner will proceed upon the assumption that 
the said date is the date of the oath attached to 
the application. The fact that one of the parties 
has already obtained a patent will not prevent an 
interference, for, although the Commissioner has 
no power to cancel a patent, he may grant another 
patent for the same invention to a person who 
proves to be the prior inventor.” 

The italicized portion of the above rule was added 
by amendment after the decision of the U. S. Supreme 
Court in the Fowler case. 

The rule in its present form was therefore not 
passed upon by the Supreme Court in the Fowler 
case, but was amended by the Commissioner merely 
on the theory that the practice outlined by the itali¬ 
cized portion was sanctioned by the Supreme Court. 
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The practice injected into Rule 93, namely, that 
when an applicant makes no reply within the time 
specified, to the requirement of the Commissioner 
that he should state when he conceived the invention 
under consideration, “the Commissioner will proceed 
upon the assumption that the said date is the date of 
the oath attached to the application,” is wholly un¬ 
warranted bv the decision in the Fowler case. 

As above stated, in the Fowler case there was a spe¬ 
cific voluntary admission by the applicant at the “re¬ 
quest” of the Commissioner as to the exact date of 
conception, but there is no hint in the Fowler case 
that in the absence of an admission, the Commissioner 
can arbitrarily make an assumption, as set forth in 
Rule 93, which assumption is obviously contrary to 
the facts. 

The fact is, of course, that the oath of an applica¬ 
tion is executed only after the invention has been dis¬ 
closed to the applicant’s attorney, and the application 
prepared and put in condition for filing. Obviously, 
therefore, some considerable time must elapse between 
the applicant’s date of conception and the date of his 
oath. Not only is no such practice in regard to as¬ 
sumption of date in Rule 93 sanctioned by the Fowler 
case, but it is directly in conflict with Section 4904 of 
the Revised Statutes and with other Rules of Prac¬ 
tice of the Patent Office which are in conformity with 
that Statute, and so themselves have the force of 
law. 

Section 4904 specifically provides that: 

“Whenever an application is made for a patent 
which,* in the opinion of the Commissioner, would 
interfere with any pending application, or with 
any unexpired patent, he shall give notice thereof 
to the applicants, or applicant and patentee, as 
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the case may be, and shall direct the primary ex¬ 
aminer to proceed to determine the question of 
priority of invention.” 

In other words, it is obligatory upon the Commis¬ 
sioner of Patents to declare an interference and di¬ 
rect the primary examiner to determine the question 
of priority of invention when there is any such ques¬ 
tion. In the Fowler case there was a specific admis¬ 
sion, which eliminated any question of priority, but by 
the latter portion of the amendment to Rule 93 the 
Commissioner arbitrarily takes it into his own hands 
by a mere assumption to determine a question of 
priority which under the Statute must be referred to 
the primary examiner for his determination in accord¬ 
ance with the regular and settled practice governing 
interferences. 

Moreover, Rule 94 of the Rules of Practice provides 
as follows: 

“Interferences will be declared between appli¬ 
cations by different parties for patent or for re¬ 
issue when such applications contain claims for 
substantially the same invention which are allow¬ 
able in the application of each party * * *.” 

Of course, under the general authority of Section 
483 of the Revised Statutes, the Commissioner of Pat¬ 
ents has the right to establish regulations for the con¬ 
duct of proceedings in the Patent Office, but it is spe¬ 
cifically provided in the Statute that these regula¬ 
tions shall be “not inconsistent with law,” and it is 
believed that the latter portion of the amendment to 
Rule 93 is not only absolutely inconsistent with other 
rules of the Patent Office, such as Rule 94, which are 
binding upon the Commissioner, but is also incon¬ 
sistent with Section 4904. 
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Of course, in the present case there was absolutely 
no waiver of any rights of the applicant by reason of 
his failure to file the statement asked for by the Com¬ 
missioner, inasmuch as any waiver must be by the 
voluntary consent of a party, and in the present in¬ 
stance, the applicant, far from making any waiver, 
has requested that an interference should be declared 
in accordance with Section 4904 and Rule 94 of the 
Patent Office, and without a specific voluntary waiver, 
or a specific admission such as was made in the Fow¬ 
ler case, the Commissioner cannot legally deprive the 
applicant of his statutory right to an interference, 
which is specifically given to the applicant by Section 
4904 and Rule 94. That the Commissioner himself 
recognizes that there has been no such waiver is con- 
elusivelv shown by the fact that in the Official action 
of March 5, 1925, the Commissioner has declared 
that if the rival patent is not issued within six months 
“an interference will be declared.’’ 

How could there be any such interference if, as the 
Commissioner now asserts, there has been a waiver 
and estoppel by the applicant to avail himself of his 
true date of conception? 

By the action of March 5, 1925, the Commissioner, 
on the other hand, has not only admitted that there is 
interfering subject-matter between the two applica¬ 
tions, but also that there has been no admission of the 
date of conception by the applicant, as there w T as in 
the Fowler case, on which the Supreme Court based 
its decision. 

It is therefore submitted that the latter part of the 
amendment to Rule 93 is in no way sanctioned by the 
Fowler case and is directly contrary to Section 4904 
and Rule 94 of the Patent Office. By this portion of 
the amendment to Rule 93, the Commissioner has as- 
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sumed to determine a question of priority of inven¬ 
tion which the Statute specifically directs shall be de¬ 
termined by the primary examiner, and from whose 
decision there shall be appeals as set forth in Section 
4904 of the Revised Statutes. 

This is entirely different from the practice approved 
in the Fowler case, namely: That when one party has 
specifically and voluntarily admitted his date of con¬ 
ception at the ‘ i request’* of the Commissioner, which 
date was subsequent to the other party’s filing date, 
the Commissioner could hold that there was no inter¬ 
ference, since there was no question of priority. In 
the present case, the Commissioner, by his letters of 
February 19 and March 5, 1925, has admitted that in 
his opinion the present application interferes with 
another application (both applications containing the 
same claim), and he is undertaking to himself deter¬ 
mine the question of priority of invention (which in¬ 
cludes the questions of patentability and right to make 
the claim) by a mere assumption and in a way which 
would be final and without right of appeal in so far 
as Patent Office proceedings are concerned, if the rival 
application issues as a patent within six months; 
whereas, if it does not issue within that period, the 
Commissioner has officially stated that the interfer¬ 
ence will be declared, so that the question of priority 
of invention will then be determined as set forth in 
Statute, by the primary examiner, with the rights of 
appeal specifically allowed by the Statute. 

THREATENED INJURY TO APPELLANT BY 
THE COMMISSIONER’S REFUSAL TO DE¬ 
CLARE AN INTERFERENCE. 

The practice of the Commissioner of Patents which 
appellant seeks to correct, is not required by public 
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interests and is prejudicial to statutory rights of ap¬ 
pellant. 

Appellant’s right to a declaration of an interfer¬ 
ence is one conferred upon him by Statute, and he is 
entitled to the benefit thereof. 

The United States Supreme Court, in United States 
v. Bell Telephone Company, 167 U. S., 224, 247, said: 

u* * * party seeking a right under the 

patent statutes may avail himself of all their pro¬ 
visions, and the courts may not deny him the bene¬ 
fit of a single one. These are questions not of 
natural but of purely statutory right. Congress, 
instead of fixing seventeen, had the power to fix 
thirty years as the life of a patent. No court can 
disregard any statutory provisions in respect to 
these matters on the ground that in its judgment 
they are unwise or prejudicial to the interests of 
the public.” 

Appellant is, however, not seeking arbitrarily to 
compel the Commissioner to declare an interference 
merely because the Statute requires him to do so, but 
appellant is threatened with serious injury unless the 
Commissioner of Patents does perform the statutory 
duty imposed upon him, and declares an interference 
between appellant’s Balzer application and the undis¬ 
closed application. 

In the event that a patent should improperly issue 
to the undisclosed rival applicant, the damage to ap¬ 
pellant will be irreparable. As set forth in the peti¬ 
tion, the invention covered by appellant’s Balzer ap¬ 
plication, and for which the Commissioner proposes 
to grant a patent to another without giving appellant 
an opportunity to be heard, is in extensive commer¬ 
cial use, and the granting of a patent to another cov- 
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ering the interfering invention would result in irre¬ 
parable injury to appellant, inasmuch as it, and possi¬ 
bly its customers would be sued, with the result that 
appellant’s business would be seriously injured, even 
though such suit resulted in its favor. 

It is well known that business interests take every 
precaution to avoid being involved in litigation, and 
the mere notice to appellant’s customers that the 
washing machines purchased from appellant infringe 
a patent granted to another, would inevitably result 
not only in injuring appellant’s standing with its cus¬ 
tomers, but in the loss of business. 

Such injury to appellant might, and probaly would, 
be avoided by the declaration of an interference in 
which appellant would contest the right of the inter¬ 
fering applicant to claim the subject-matter disclosed 
in common by him and by the Balzer application, and 
in which petitioner would present to the Patent Office 
tribunes prior art which might fully anticipate the 
subject-matter embraced in common in the Balzer ap¬ 
plication and in the interfering application, thereby 
preventing the granting of an invalid patent. 

A large number of the interferences which are de¬ 
clared are dissolved without the question of priority 
being decided, as the result of matters being called 
to the attention of the Patent Office as to which it 
would have been in ignorance except for the declara¬ 
tion of an interference. 

Appellant’s chief engineer in a letter to petitioner’s 
attorneys, which is referred to in the petition, stated: 

“We have spent a large amount of money on 
the development of special tools for the produc¬ 
tion of these doors in an economical manner; this 
refers not merely to jigs and fixtures, which would 
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ordinarily be required, but to expensive dies for 
the forming of the door depression and the punch 
for the perforation of the doors, etc.; in other 
words, the expense which we have gone to in the 
development of this machine, and especially the 
door of the cylinder, is a very large item, and 
should the patent office allow a rival claim the loss 
to us could only be measured in thousands, as 
it would mean not merely the scrappings of 
our tools, which amounted to thousands of dollars, 
but also a redesigning of a machine, insofar as 
this particular door is concerned.’’ 

If an interference is declared, appellant will have 
an opportunity to examine the rival application, and 
it may well be that the rival applicant has not made 
a disclosure which will support the claim, in which 
event the appellant could move to dissolve the inter¬ 
ference according to the procedure outlined by Rule 
122 of the Rules of Practice, even if Balzer’s date of 
conception, as shown by his preliminary statement 
duly filed in accordance with Rule 110, should prove 
to be subsequent to the filing date of the rival appli¬ 
cation. (See Rule 114.) 

Under the provisions of Rule 114, the motions pro¬ 
vided for by Rule 122 may be made and these ques¬ 
tions of patentability and right to make the claim 
may be tested inter partes , even when the date of con¬ 
ception of the junior party is subsequent to the filing 
date of the senior party, as shown by the preliminary 
statements called for by Rule 110, so that any ques¬ 
tion of priority has ceased to exist. 

If, on the other hand, an interference is not de¬ 
clared, and a patent is issued to the rival applicant, 
the Commissioner loses jurisdiction over this patent 
and the business of appellant may be irreparably dam- 
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aged by suits, or threats of suits, for patent infringe¬ 
ment, and appellant will have lost rights specifically 
given by Section 4904, and Rules 94, 114 and 122. 

APPELLEE’S CONTENTIONS 

The appellee, the Commissioner of Patents, urges 
that by the practice, which appellant maintains is in 
defiance of Section 4904 U. S. Rev. Stat., the Patent 
Office avoids declaring a number of interferences, 
thereby (1) saving a great deal of work on the part 
of the Patent Office, and (2) expediting the granting 
of patents to senior parties whose applications con¬ 
tain subject-matter interfering with junior applica¬ 
tions. 

If the Statute requires the Commissioner of Pat¬ 
ents to declare interferences under the circumstances 
existing in this case, it is wholly immaterial whether 
the practice of the Commissioner in declining to de¬ 
clare interferences is beneficial or not. Appellant, 
however, contends that there is no merit in the argu¬ 
ments presented by appellee, but, on the contrary, 
the practice in question is inconsistent with the best 
interests of the public, is prejudicial to the rights of 
inventors, and is at variance with the basic underly¬ 
ing principles of our patent system. 

The American patent system differs radically from 
the patent systems of most foreign countries, in that 
it specifies certain conditions precedent (Section 4086) 
to the granting of a patent, and imposes upon the 
Commissioner of Patents the duty of granting pat¬ 
ents only to those who are entitled to them under the 
law; and to such end a large corps of Examiners are 
employed to carefully consider each application for 
a patent and to make thorough searches through classi¬ 
fied prior patents and publications. 
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As under the law a patent may only be granted to 
the first and original inventor, provision is made for 
the Commissioner to determine which of two or more 
applicants claiming the same patentable invention is 
the first and original inventor, and therefore alone 
entitled to be granted a patent for such invention. 

The administration of the Patent Law in the Pat¬ 
ent Office necessarily involves a tremendous amount 
of work, and the fact that interference proceedings in 
determining to whom patents should be granted adds 
to the work of the Patent Office, is no justification 
whatever for a procedure which is calculated to re¬ 
sult in patents being granted contrary to the provi¬ 
sions of the Statute. 

It is to the interests of the public that patents should 
be granted only in compliance with the statutory con¬ 
ditions, as the improvident granting of patents, even 
though they are declared invalid by the courts, sub¬ 
jects the public to expensive and annoying litigation. 

As a patent is prima facie valid, a patentee may 
institute suits for infringement against established in¬ 
dustries, and not only subject them to annoyance and 
expense, but frequently seriously injure and even de¬ 
stroy their business through the intimidation of their 
trade. 

Furthermore, the granting of a patent improvi- 
dently is not only of no benefit, but may cause injury, 
to the grantee, as he is encouraged to incur the ex¬ 
pense of litigation to enforce his supposed rights, only 
to find that his patent is invalid because of the exist¬ 
ence of statutory bars unknown to the Patent Office 
when the patent was granted. 

The practice here in question necessarily results in 
the granting of many invalid patents, inasmuch as 
it eliminates the declaring of many interferences and 
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thereby deprives the Patent Office of the knowledge 
of statutory bars existing against the granting of pat¬ 
ents which are called to the attention of the Commis¬ 
sioner through interference proceedings. 

The Patent Office Rules of Practice provide for the 
filing of motions to dissolve interferences based upon 
the ground that the invention at issue is not patent- 
able, and upon the ground that one of the interfering 
parties is not entitled to claim the invention in con¬ 
troversy. 

It is a matter of record that such motions to dis¬ 
solve result in numerous interferences being dissolved 
on such grounds, and, consequently, the granting of 
invalid patents is avoided. 

The Annual Report of the Commissioner of Patents 
for 1916 shows that in 241 interferences, motions to 
dissolve were made, and 101 of such motions were 
granted in whole or in part, and that 10 other inter¬ 
ferences were dissolved without motion on the ground 
that the subject-matter which they defined was not 
patentable. 

Motions to dissolve, therefore, in 1916 avoided the 
granting of 111 patents invalid in whole or in part. 

In the only other Annual Report of the Commis¬ 
sioner of Patents published in recent years, namely, 
in 1918, in which statistics are given as to interfer¬ 
ence motions, it appears that 195 motions to dissolve 
were made in interferences, of which 103 were granted 
in whole or in part, and that 20 interferences were 
dissolved without motion because the subject-matter 
was not patentable. 

Statistics therefore show that many patents, void 
in whole or in part, would have been granted, with 
consequent injuries to the public and to the patentees, 
were it not for the declaration of interferences. 
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THE RIGHT OF OPPOSITION 

Appellee contends that appellant’s desire for a dec¬ 
laration of an interference is that opposition may be 
made to the granting of a patent to the undisclosed 
applicant, and that it is not within the contemplation 
of the Patent Law to permit oppositions to be made 
to the granting of paents. 

While it is true that our patent system contains no 
general provisions permitting the public to oppose the 
granting of patents, yet the right of opposition is 
necessarily involved in an interference proceeding, 
and is specifically provided for in the Rules of Prac¬ 
tice. 

An applicant for a patent who has complied with 
the necessary requirements is entitled to a patent un¬ 
less some statutory bar exists against the granting 
of the same. One of such statutory bars is that the 
applicant is not the first and original inventor, and 
the purpose of an interference is to enable the Com¬ 
missioner to judicially decide against which of two 
or more inventors claiming the same patentable in¬ 
vention, such statutory bar exists. 

Each of the parties to an interference, therefore, 
in asserting his own right to a patent necessarily con¬ 
tests the right of his opponent to a patent. 

Only one patent can legally be granted for one in¬ 
vention, and an applicant is entitled to assert through 
an interference proceeding that he, and not some other 
applicant for a patent covering the same invention, is 
the first and original inventor, and therefore entitled 
to receive a patent covering such common invention. 

Rule 114 expressly recognizes the right of a junior 
applicant, who has failed to overcome the earlier filing 
date of the senior applicant, to file a motion for dis- 
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solution of the interference, and Rule 122 expressly 
specifies the character of such motions which may be 
brought to dissolve an interference. 

Rule 114 and the pertinent portion of Rule 122 read 
as follows: 

“114. If the junior party to an interference, 
or if any party thereto other than the senior 
party, fail to file a statement, or if his statement 
fail to overcome the prima facie case made by the 
respective dates of application, such party shall 
be notified by the examiner of interferences that 
judgment upon the record will be rendered against 
him at the expiration of thirty days, unless cause 
be shown why such action should not be taken. 
Within this period any of the motions permitted 
by the rules may be brought. Motions brought 
after judgment on the record has been rendered 
will not be entertained unless sufficient reasons 
appear for the delay / 1 

“122. Motions to dissolve an interference (1) 
alleging that there has been such informality in 
declaring the same as will preclude the proper 
determination of the question of priority of in¬ 
vention, or (2) denying the patentability of an 
applicant’s claim, or (3) denying his right to 
make the claim, should contain a full statement 
of the grounds relied upon and should, if pos¬ 
sible, be made not later than the thirtieth day 
after the statements of the parties have been re¬ 
ceived and approved.” * * * 

This is no question of discretion of the Commissioner 
of Patents, but rather a question involving the right 
of the appellant to have the Commissioner do some¬ 
thing provided by Statute, namely, to declare an in¬ 
terference. 

Appellant is simply asking for the rights which it 
is specifically given by the Statute and Rules of Prac- 
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tice of the Patent Office. It is submitted that the 
Commissioner has unequivocally admitted that in 
his opinion the Balzer application interferes with an¬ 
other pending application, and hence in the absence 
of a specific admission by appellant in regard to Bal¬ 
zer’s date of conception, the Commissioner of Patents 
has no right to himself arbitrarily determine a ques¬ 
tion of priority of invention which by the Statute the 
Commissioner is directed to refer to the primary ex¬ 
aminer for his determination, with certain specific 
rights of appeal, as set forth in the Statute. This 
practice is in no way sanctioned by the Fowler case, 
and, as pointed out above, is directly contrary to Sec¬ 
tion 4904 and certain rules of the Patent Office, such 
as Rule 94, made in conformity with that Statute, and 
which, for that reason, have the effect of law and are 
binding upon the Commissioner of Patents. 

CONCLUSION 

It is respectfully urged that the writ of mandamus 
should be issued as prayed for, directing the Com¬ 
missioner of Patents to declare forthwith an interfer¬ 
ence between the Balzer application and the undis¬ 
closed application, and that the judgment of the Su¬ 
preme Court of the District of Columbia should there¬ 
fore be reversed. 

Respectfully submitted, 

Geo. L. Wilkinson, 

Henry M. Huxley, 

Ralph Munden, 

E. W. Shepard, 

Counsel for Petitioner. 


Dated: 

May 5, 1925. 
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In the Court of Appeals of the District 

of Columbia 

April Term, 1925 


United States ex rel. Troy 
Laundry Machinery Co., peti¬ 
tioner-appellant 

v . 

Thomas E. Robertson, Com- 
missioner of Patents, re¬ 
spondent-appellee 


Appeal No. 4323. 
Special Calendar 
No. 18 


BRIEF for the commissioner of patents 

This is an appeal from the judgment of the Su¬ 
preme Court of the District of Columbia refusing 
to direct the issuance of a writ of mandamus to 
command the Commissioner to declare an inter¬ 
ference between petitioner’s application (Balzer) 
and a senior application, name unknown to appel¬ 
lant. 

STATEMENT OF THE CASE 

The senior party’s application was in condition 
for allowance. 

On November 12, 1924, the attorneys for the 
Balzer application, containing similar subject mat¬ 
ter, were called upon for a statement of the appli- 
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cant’s date of conception of the invention. (Peti¬ 
tioner’s exhibit A, R. p. 9.) 

Upon petitioner’s request the time for the state¬ 
ment was extended to December 18, 1924. (Sec. 
VIII of Bill.) 

About December 12, 1924, a petition was filed 
requesting that the requirement for a statement be 
waived, and also requesting further extension. 
(Exhibit B, R. p. 10.) An amendment to the ap¬ 
plication, including claim 13, was also presented. 
(Exhibit C, R. p. 17.) 

The petition was denied by the Commissioner. 
(Exhibit D, R. p. 18.) (The refusal to extend the 
time for statement, however, would not have pre¬ 
cluded its acceptance if presented before the status 
of the parties changed.) 

ARGUMENT 

The action of the Commissioner in calling upon 
the applicant Balzer for a statement is fully war¬ 
ranted by the direct language of Rule 93 of the 
Rules of Practice of the Patent Office, which reads 
as follows: 

In interference is a proceeding instituted 
for the purpose of determining the question 
of priority of invention between two or 
more parties claiming substantially the 
same patentable invention. In order to as¬ 
certain whether any question of priority 
arises the Commissioner may call upon any 
junior applicant to state in writing the date 
when he coiiceived the invention under con- 
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sideration. All statements filed in compli¬ 
ance with this rule will be returned to the 
parties filing them. In case the applicant 
makes no reply within the time specified, 
not less than ten days, the Commissioner 
will proceed upon the assumption that the 
said date is the date of the oath attached to 
the application. The fact that one of the 
parties has already obtained a patent will 
not prevent an interference, for, although 
the Commissioner has no power to cancel a 
patent, he may grant another patent for the 
same invention to a person who proves to 
be the prior inventor. 

Balzer having failed to file the statement as pro¬ 
vided in Rule 93 the Commissioner was justified 
in “ proceeding upon the assumption that said 
date (conception of the invention) is the date of 
the oath attached to the application,” and as this 
date is subsequent to the filing date of the un¬ 
known applicant, the Commissioner was correct in 
his opinion that no interference exists as there is 
no conflict of dates of invention. Rule 93 as 
amended is based on the practice that resulted in 
the case of Ewing, Commissioner of Patents, v. 
The United States, ex rel. The Fowler Car Com¬ 
pany, 244 U. S. 1; 238 O. G., 983, which will be 
referred to as the Fowler case. 

THE SUPREME COUBT DECIDED IN THE FOWLEB CASE 

(1) That there must be in the opinion of the 
Commissioner a question of priority. To quote the 
language of Mr. Justice McKenna: 
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* * * something more, therefore, than 

the fact of two applications, something more 
than the mere assertion of a claim. The 
assertion must be, in the opinion of the Com¬ 
missioner, an interference with another. 
And it is this other that is first in regard, 
not to be questioned except at the instance 
of the Commissioner by an exercise of 
judgment upon the circumstances. And 
there is no defeat of ultimate rights; there 
may be postponement of their assertion re¬ 
mitted to a suit in equity under section 4918. 

(2) That petitioner did not have the right of 
opposition for which he contended before that 
Court. After referring to petitioner’s possible 
postponement of the assertion of his rights, the 
court said: 

But anterior to such relief petitioner 
contends that— 

“ there is a fundamental and basic right 
of opposition on the part of any appli¬ 
cant, whether junior or senior, to prevent 
the wrongful grant of a patent to his op¬ 
ponent.” 

It is further contended that the decla¬ 
ration of an interference and the motions 
which are permitted to be made under the 
rules— 

“prevent a judgment of record based 
solely upon an ex parte consideration by 
the Commissioner and affords each of the 
parties an opportunity to contest the right 
of the other party to a judgment.” 
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There indeed seems to be a less personal 
right claimed, the right of opposition in 
the interest of the public, displacing the 
superintendency of the Commissioner con¬ 
stituted by the law. It is to be remem¬ 
bered that the law gives the Commissioner 
both initial and final power. It is he who 
is to cause the examination of an asserted 
invention or discovery and to judge of its 
utility and importance; it is he wdio is to 
judge (be of opinion) whether an appli¬ 
cation will interfere with a pending one; 
and it is he who, after an interference is 
declared and proceedings had, is the final 
arbiter of its only controversy, priority of 
invention. 

If appellant had a right of opposition, as he 
contended before that court, he had that right 
irrespective of whether he gave his date of con¬ 
ception. And if petitioner failed to convince the 
court (in the Fowler case) that he had a right of 
opposition, it is not seen how he can support that 
contention in this case in which he refused to fur¬ 
nish a statement. 

THIS CASE GOVERNED BT FOWLER CA8E 

Appellant contends that this case distinguishes 
from the Fowler case in the fact that in the 
Fowler case the applicant gave his date of con¬ 
ception, which was subsequent to the filing date 
of the senior applicant, while in this case the 
junior applicant refuses to state his date of con¬ 
ception. 
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It is respectfully submitted that an applicant 
can not set aside the effect of the Supreme Court’s 
decision in the Fowler case by merely refusing to 
give his date of conception called for by the Patent 
Office in order that the Commissioner may deter¬ 
mine whether in his opinion a question of priority 
exists under Section 4904 R. S. 

It is also submitted that this distinction is im¬ 
material, especially in view of the U. S. Supreme 
Court’s interpretation of Section 4904 R. S. in the 
Fowler case, and does not justify a ruling that 
petitioner’s default in furnishing the required 
data would compel the Commissioner to declare 
an interference when the record disclosed to him 
that no question of priority exists, and therefore 
in his opinion no interference should be declared. 

Appellant contends that the Commissioner has 
no right to assmne that applicant’s date of con¬ 
ception is the date of the oath (Rule 93). In 
order to determine whether an interference exists 
under Section 4904 the Commissioner must neces¬ 
sarily base his opinion on the facts furnished by 
the applicants. If petitioner refuses to give any 
date of conception, the Commissioner is certainly 
justified in taking petitioner’s earliest date in the 
record, which is the date of the oath, i. e., the day 
on which the application was executed. Rule 93 
in this respect conforms to the general practice 
in which parties in default are held to their record 
dates, as in Rule 111 (second paragraph), and 
Rule 112, last sentence: 


If a party shall refuse to file an amended 
statement, he may be restricted to his record 
date in the further proceedings in the inter¬ 
ference ; 

and also Rule 115. 

Appellant may also argue that in the Fowler 
case the Commissioner said “An interference will 
not be declared/’ which meant, of course, that 
none would be declared under the conditions as 
they existed at that time. That statement would 
not preclude the Commissioner from later declar¬ 
ing an interference should the status of the case 
change in such a way as to justfy an interference. 
In the present case petitioner was informed by the 
examiner (Order No. 2750) that— 

in case the senior party fails to have his 
patent issue within six months an interfer¬ 
ence will be declared upon applicant’s re¬ 
quest. 

It may be argued that if a question of priority 
exists six months hence it exists at the present 
time. But that is not the case. The law provides 
that the first inventor is entitled to a patent. The 
senior party, when his case is in condition for 
allowance and no apparent question of priority 
of invention exists, is given an opportunity to 
take out his patent. If he fails or refuses to do 
so, the Patent Office as a matter of necessity de¬ 
clares an interference. To do otherwise would 
enable the senior party to block proceedings in 
the Patent Office and would enable him to keep 
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his rivals in the Office indefinitely. The state¬ 
ments that an interference will be declared or will 
not be declared have reference to the cases as they 
then exist and does not preclude taking a different 
action when conditions change. These statements 
are not unalterable like the laws of the Medes and 
Persians. 

Section 4904 is clear on the point that it is the 
opinion of the Commissioner that is to decide 
whether a question of priority of invention exists, 
and the Supreme Court of the United States in 
the Fowler case so interpreted this section in no 
uncertain terms. If in his opinion an interfer¬ 
ence exists, he shall direct the examiner to pro¬ 
ceed to determine what? The question of priority 
of invention. There is no direct statutory provi¬ 
sion for determining anything else. 

OPPOSITION PROCEEDING 

There is in the United States no statutory pro¬ 
vision for opposition proceedings in respect to the 
granting of patents as there is in many foreign 
countries. However, in many cases the interfer¬ 
ence proceeding degenerates into an opposition 
proceeding in which one of the parties takes all 
possible actions to prevent or delay his opponent 
in obtaining his patent. 

The purpose of the present practice, under Rule 
93, is to lessen the abuse of such “opposition” 
proceedings, under the guise of “interference” 
proceedings. The practice serves a useful pur- 
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pose, and it is not seen that anyone is injured 
thereby so far as questions of priority of inven¬ 
tion are concerned. The Rule is applied only to 
parties in which their filing dates are far apart. 
Many interferences are declared in which a junior 
party is not called upon for a statement. 

CONCLUSION 

1. It is submitted that this case is governed by 
the Fouler case. 

2. That it is within the judicial discretion of the 
Commissioner to determine whether an interfer¬ 
ence (question of priority) exists, which question 
is determined by the Commissioner upon the evi¬ 
dence before him, i. e., the dates given in the respec¬ 
tive applications, or additional data that may be 
furnished by applicants. 

3. That an applicant by refusing to give addi¬ 
tional data or better evidence can not thereby de¬ 
prive the Commissioner of that judicial discretion 
which the Supreme Court of the United States held 
he had in cases of this character. 

4. That the action taken by the Commissioner is 
not in conflict with the Statutes and Rules and is 
within the letter and the spirit of the decision in 
the Fowler case. 

5. That the question whether an interference 
exists in this case is one for the judicial decision 
of the Commissioner of Patents and is not to be 
controlled by mandamus. 
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It is further submitted that the ruling of the 
Supreme Court of the District of Columbia refus¬ 
ing to grant the writ of mandamus is correct and 
should be affirmed. 

Theodore A. Hostetler, 
Counsel for the Commissioner. 

May 4, 1925. 
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